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OakLaNp CHemicaL CompaNy v. Rose NERENSTONE BooKMAN, 
Dorne Business as THe PeroxoGEN Company oF AMERICA 


United States Circuit Court of Appeals, Second Circuit 


December 5, 1927 


Trape-Marxs—“D1oxocGen” AaNp “Peroxocen”—Descriptive Marks. 
Although appellant made use of the “Dioxogen” as a trade-mark 
for peroxide of hydrogen before appellee made similar use of the 
word “Peroxogen,” held that the former was without right to enjoin 
the use of the word “Peroxogen” by appellee, as both words are 
descriptive, being misspellings of the chemical names of products. 


In equity. Action for alleged unfair competition. From deci- 
sion of the lower court, dismissing the complaint, plaintiff appeals. 
Affirmed. For opinions below, see p. 9, post. 


Hervey, Barber §& McKee (Lanier McKee and William S. 
Greene, Jr., of counsel), all of New York City, for appel- 
lant. 


Bennett L. Schlessel, of New York City, for appellee. 


Before Manton, L. Hanp and Swan, Circuit Judges. 


Appeal from a decree of the District Court for the Southern District 
of New York denying the plaintiff's motion for a preliminary injunction 
and dismissing the bill. 

The parties are both citizens of New York and the jurisdiction of 
the district court depended wholly upon the registration of the plaintiff's 
trade-mark, “Dioxogen,” whose infringement by the defendant’s mark, 
“Peroxogen,” was the gist of the suit. Peroxide of hydrogen is a chem- 
ical product, so-called because it consists of a molecule of two atoms of 
oxygen and two of hydrogen. Its use as a disinfectant is old, and the 
plaintiff began to make and sell it in 1890, under the name “Peroxide of 
Hydrogen, O. C.,” though its more proper chemical name is “Dioxid of 
Hydrogen” or “Hydrogen Dioxid.” The plaintiff after using the second 
of these names for a while, in 1901 changed to “Dioxogen,” which it 
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registered as a trade-mark in 1903 and again in 1924, It has spent large 
sums in advertising the product under that name, and has registered the 
same mark in more than thirty foreign countries. 

The defendant sells the same product under the name “Peroxogen,” 
but without attempting otherwise to invade the plaintiff’s good-will. Since 
the suit depends upon registration, no questions of secondary user, or of 
other unfair competition at common law arise. 

L. Hann, Circuit Judge: As to validity the question is 
whether the mark was “descriptive,” or only “suggestive” of the 
goods sold. A “descriptive” mark is bad for two reasons: first, 
because it does not in fact advise the public that the goods come 
from a “single source,” Coca-Cola v. Koke Co., 254 U. S. 148, 146 
[10 T. M. Rep. 41]; second, because if it did, since the word 
describes the goods, the protection of the mark would trench upon 
common speech which should do the same, Standard Paint Co. v. 
Trinidad Asphalt Co., 220 U. S. 446 [1 T. M. Rep. 10]; Beckwith 
v. Com’r of Patents, 252 U. S. 588, 544 [10 T. M. Rep. 255]; 
Warner v. Lilly, 265 U. S. 526, 528 [14 T. M. Rep. 247]. A 
“suggestive” mark which avoids both these defects may still sub- 
stantially describe the goods, Keasbey v. Brooklyn Chemical Works, 
142 N. Y. 467; Feil v. American Serum Co., 16 Fed. (2nd) 88 
(C. C. A. 8) [17 T. M. Rep. 90]; Penn Salt Co. v. Myers, 79 Fed. 
Rep. 87, for there is no positive policy that forbids the combina- 
tion. The mark may be so far from colloquial language as not 
to be confused with any descriptive phrase, and yet convey the 
same meaning. This distinction Section 5 of the statute means to 
preserve. 

In the case at bar, the misspelling of oxygen, if once observed, 
would indeed betray the fabrication of the word and show that it 
was being used as a trade-mark. It is, however, generally held 
that mere misspelling is not enough, Standard Paint Co. v. Trini- 
dad Asphalt Co., supra; Thermogene Co., Ltd. v. Thermozine Co., 
Inc., 285 Fed. Rep. 69 (C. C. A. 2) [6 T. M. Rep. 247]; Frank 
v. Pabst, 277 Fed. Rep. 15, 18 (C. C. A. 6); American Druggist 
Syndicate v. U. S. Industrial Alcohol Co., 2 Fed. (2nd) 942 (C. A. 
Dist. Col.) [15 T. M. Rep. 87]; Parmele Pharmacal Co. v. Winne, 
5 Fed. (2nd) 751 (C. C. A. 2) [15 T. M. Rep. 485]. Whether this 
is because the public is not assumed to be critical enough to detect 
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the contrivance, or whether the mark could have no scope, the 
books do not say. The difficulty is double; a reader who knew 
how to spell might be in doubt whether the mistake was deliberate ; 
one who did not, would be unaware that it was a mistake at all. 
We need not say that the perversion might not be so obvious as to 
stamp upon the mark its artificial origin and show its purpose, 
Feil v. American Serum Co., supra, for in such matters it is espe- 
cially unsafe to be absolute. It does seem to us, however, that the 
misspelling of a single letter is too little, for, while to many it 
might be enough, over many it would pass unnoticed. We cannot 
therefore treat the mark at bar as entitled to more protection than 
“Dioxogen.”’ 

While that is indeed not itself an English word at all, its com- 
position is apparent. “Di” is not an unknown prefix, e. g., “diph- 
thong,” “dilemma,” “dichotomy” and “diptych’’; and in scientific 
and technical terminology it is common. Its significance as a 
prefix to oxygen would be plain to a literate person; the word 
would mean “double oxygen.” True, it would still remain ambigu- 
ous, but then, too, so would “Dioxid,” standing alone, a word of 
common speech. It is not enough that the meaning should not 
be clear; it must indicate the source of the product, and this 
“dioxygen” certainly would not do. Even to the unlettered, oxygen 
must by now have come at least vaguely to mean some sort of 
substance; it is too common to be altogether unknown. The prefix 
might indeed be meaningless, yet it would indicate some new sort 
of oxygen. Again, this will not serve unless in addition it gives 
an intimation of source, which it would do as little as to more 
sophisticated persons. 

Therefore, it seems to us that the mark fails in the first re- 
quirement. It fails also in the second, “Dioxid” would infringe 
as much as “peroxygen’—more indeed—and yet it is the only 
proper word to describe the class of compounds which the plain- 
tiff’s product is. Certainly the defendant could have used it. In- 
deed, “double oxygen” itself would be an equal infringement. Both 
these are actual words. In a suit for unfair trade perhaps the 
plaintiff could forbid such words as “peroxygen” or “bioxygen,” 
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for these are coined and it is no hardship to prevent their use. 
But a trade-mark, simpliciter, must be good against all infringe- 
ments or against none, else the question of its registry could not be 
decided in vacuo, as it must be. If a true description in English 
speech is an infringement, the mark is wholly bad. So it may be 
questioned whether “Wormix,” however sufficient in a suit for unfair 
trade, was a valid trade-mark, Feil v. American Serum Co., supra. 
If so, then “Worm Mixture” could have been forbidden, which 
would seem to be as near an infringement as “Worm X.” In the 
case at bar it is enough in our judgment on the second point that 
“dioxid” and “double oxygen” would infringe, and that these de- 
scribe the class of substances to which the product belongs. 
Decree affirmed. 


ABRAHAM Buckspan v. Hupson’s Bay Company 
United States Circuit Court of Appeals, Fifth Circuit 
November 30, 1927 


Unram Competrrion—“Hupson Bay Fur Company”—Decervine Use or 

Corporate Name—INJUNCTION. 

The use by appellant, who carried on a small fur business in the 
city of Dallas, Tex., of the words “Hudson Bay Fur Company” and 
similar designations, held unfair competition, as against the appellee, 
Hudson’s Bay Company, long and widely known as a leading fur 
trader; and the decision enjoining such use by appellant was affirmed. 

In equity. On appeal from decree enjoining appellant from 
the use of the words “Hudson Bay Fur Company.” Affirmed. 


For opinion below, see 17 T. M. Rep. 270. 


W. M. Taylor (Wallace § Taylor and W. L. Crawford, on the 
brief), for appellant. 

R. E. L. Saner, W. H. Jack, Jr., and Harold S. MacKaye, 
for appellee. 


Before Watker, Bryan and Foster, Circuit Judges. 


Watker, J.: This is an appeal from a decree enjoining and 
restraining the appellant, Abraham Buckspan, his associates, 
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agents, etc., from, in any way or manner by shop-signs, stationery 
or advertising, conducting business under the name of the “Hudson 
Bay Fur Company,” or the “Hudson Bay Fur Company of Texas, 
Independent,” or any similar name calculated to deceive the public 
and to create the impression that the appellant is in any manner 
identified or affiliated with the appellee. 

That decree was rendered in a suit in equity brought by the 
appellee against the appellant in October, 1926. As to the material 
facts the evidence, consisting of an agreed statement of facts and 
testimony of witnesses accompanied by exhibits referred to, was 
without substantial conflict. 

It disclosed the following: The appellee, “The Governor and 
Company of Adventurers of England trading into Hudson’s Bay,” 
has been in existence since 1670 under a royal charter granted by 
the British King Charles II, and is commonly known and designated 
as the ““Hudson’s Bay Company.” The agreed statement of facts 
contains the following: 


“That plaintiff under the name of ‘The Hudson’s Bay Company, 
during more than two centuries has been and is at present generally 
known, especially in Great Britain, Canada, the United States, and other 
English-speaking countries, as the greatest fur-producing and trading 
establishment in the world. That plaintiff, operating under its said name, 
has acquired a reputation for reliable dealings and is now possessed of a 
valuable good-will commensurate with its recognized reputation for busi- 
ness integrity. 

“That plaintiff has a general reputation and is known generally in 
the United States as a great trading company, trading in, among other 
goods, wares, and merchandise, raw furs. 

“That plaintiff conducts periodical fur sales in London, England, 
which are attended by buyers from the United States who purchase raw 
furs from plaintiff to the amount of many thousands of dollars per 
annum; that said furs so purchased are imported by said buyers into the 
United States, where same are manufactured into finished fur products 
which are sold through the channels of trade by merchants and dealers 
not connected with plaintiff, to the public generally, in the United States 
and the large cities thereof, including Dallas, Tex. 

“That plaintiff on, to wit, the sixth day of April, A. D. 1925, caused 
to be organized a corporation under the laws of the State of New York 
to do business as a subsidiary of plaintiff under the name of “The Hud- 
son’s Bay Company” and plaintiff is preparing to do business in the 
United States through said subsidiary corporation; that plaintiff has not 
any place of business in the State of New York or in the United States 
in which it is now selling or has sold, either directly or through any 
subsidiary, any goods, wares or merchandise, in the United States. 

“That notices and advertisements of plaintiff's periodical fur sales 
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which take place in London, England, appear in the Fur Trade Review, 
a magazine published in New York City; that said magazine, containing 
said notices, is currently received in Dallas, Tex., by dealers in manufac- 
tured furs. 

“That blankets and tobaccos produced by the plaintiff, and labeled 
and known as products of plaintiff, The Hudson’s Bay Company, are sold 
in the United States under plaintiff’s own trade-mark. That tobaccos 
designated, known and advertised as products of the plaintiff, are sold 
in Dallas, Tex., by retail mercantile stores; and have been sold in Dallas 
for many years. That the attached is a true copy of the advertising 
folder which is publicly distributed in Dallas. 

“That the defendant, Abraham Buckspan, engaged in the mercantile 
business in the city of Dallas, Tex., at 1314 Elm Street, in January, 1916, 
at which place he has subsequently been continuously engaged in the 
mercantile business at said location. 

“That a substantial number of persons in Dallas, Tex., the exact, or 
approximate number of which is unknown, have purchased manufactured 
furs, and fur garments from defendant at his place of business in Dallas, 
Tex., under the impression and belief that they were making such pur- 
chases from plaintiff, or from a branch or subsidiary of plaintiff; that 
said persons, not knowing that there was no connection between plaintiff 
and defendant, and not knowing the exact nature of the business of each, 
received such impression wholly from the similarity between the respec- 
tive names of plaintiff and defendant. 

“That neither at the time defendant, Abraham Buckspan, in 1916, 
began the operation of his store in Dallas, Tex., under the name of 
“Hudson Bay Fur Company” nor at any time subsequent thereto, has 


defendant’s business in fact been a branch or subsidiary concern of 
plaintiff. 


* * * * * * * * * 


“That plaintiff conducts its fur-selling business by buying furs directly 
from the trapper and selling same directly to the manufacturers. That 
plaintiff sells raw furs only and sells same at auction sales conducted by 
it in the city of London, England. That said furs are sold without manu- 
facturing the same into fur garments. That plaintiff has no customers 
in the city of Dallas, and does not advertise its auction sales in any 
periodical published in the city of Dallas. There are no importers in the 
city of Dallas, dealing in raw furs. 

“That the mercantile business of defendant during all of said period 
and now has been and is restricted to the purchase and sale of finished or 
manufactured skins and fur garments only, and that defendant has at no 
time engaged in buying and selling raw furs or skins, and has not held 
himself out as engaged in the sale thereof. 

“That defendant since he engaged in business in 1916 and continuously 
until now has been engaged in the retail business only, and has not at 
any time been engaged in the sale of merchandise by wholesale. 

“That the trade territory of defendant lies wholly within the State 
of Texas and is confined and limited to the retail trade territory of the 
city of Dallas and its retail trade vicinity. 

“That the defendant in his present business enjoys a reputation for 
honest and reliable dealings, and has become possessed of a valuable 
good-will. 

“That on November 20, 1919, the defendant registered in the manner 
provided by the laws of Texas his trade-mark, on which appear the charac- 
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ters ‘Hud Fur Co.,’ which trade-mark defendant has used exclusively 
since the registration thereof, and is valuable to him used in connection 
with the trade-name under which he transacts his business.” 


Since 1916 appellant conducted a business in Dallas, Tex., 
under the name Hudson Bay Fur Company. Long before he began 
business in Dallas he was engaged in the fur business and knew 
of the Hudson’s Bay Company, trading in the Hudson Bay region. 
The letterhead used by appellant contains the statement “Furs 
directly from trapper to wearer.” 

He testified to the effect that he sold no furs bought by him 
from trappers, except a small amount of Texas furs, and that most 
of the furs he sold were bought from manufacturers. During a 
period of nearly three years, beginning in December, 1923, there 
was correspondence between representatives of the appellee and 
the appellant and his representative in regard to the appellant 
making it clear by suitable additions to his signs, stationery and 
advertising matter that he was not connected in any way with the 
appellee or its business. The demands of the appellee in that 
regard were not complied with by the appellant, and he did not 
plainly disclose that he had no connection with appellee. 

The evidence leaves no room for reasonable doubt that from 
the beginning appellant’s use in his business in Dallas of the name 
“Hudson Bay Fur Company” was manifestly liable to deceive ordi- 
nary persons dealing with him into the belief that he represented 
or was connected with appellee, and that his furs were products of 
the appellee, which, under the name “Hudson’s Bay Company,” 
was generally known throughout the United States as a great fur- 
producing and trading company. 

In the absence of any plausible explanation of the appellant’s 
adoption of a name so similar to that by which appellee was com- 
monly known in Dallas as elsewhere throughout the English- 
speaking part of the world, it may be inferred that the reason for 
so imitating appellee’s name was to secure the advantages which 
would result from a supposed connection with a historically famous 
collector of and trader in furs. 


The facts of this case clearly distinguish it from cases present- 
ing the question of the respective rights of two traders who at the 
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same time use the same trade-mark or trade-name in different terri- 
tories separate and remote from each other, with the result that 
the mark or name means one thing in one territory and an entirely 
different thing in the other. 

Opinions dealing with such cases plainly indicate that the 
second adopter of a trade-mark or trade-name is not entitled to 
protection in the use of it when his use thereof amounts to an 
attempt to sell his goods as those of the other user of the name or 
mark, or it appears that he selected the mark or name with a 
design inimical to the first user, such as to take the benefit of the 
reputation of his goods, to forestall the extension of his trade, or 
the like. United Drug Co. v. Rectanus, 248 U.S. 90, 101 [9 T. M. 
Rep. 1]; Hanover Milling Co. v. Metcalf, 240 U. S. 408, 415 
[6 T. M. Rep. 149]; Sweet Sixteen Co. v. Sweet “16” Shop, 15 
Fed. (2) 920 [17 T. M. Rep. 71]. 

We are not of opinion that appellee’s right to relief was 
affected by the fact that prior to the institution of the suit it had 
not been a wholesale or retail seller of furs in Dallas or elsewhere 
in the United States. It was enough to entitle the appellee to relief 
that its furs and other products marketed by it were known and 
dealt in in Dallas and throughout the United States, that the use 
by the appellant of a trade-name having a deceptive similarity to 
that of the appellee enabled the appellant to sell his furs as those 
of the appellee, thereby deceiving the public, and, at least in appel- 
lant’s limited trade territory, making the maintenance of appellee’s 
good name and good-will and the reputation of its furs dependent 
to some extent upon appellant’s conduct and financial responsi- 
bility and the quality of the furs sold by him. British-American 
Tobacco Co. v. British-American Cigar Stores Co., 211 Fed. 983 
[4 T. M. Rep. 293]; Aunt Jemima Mills Co. v. Rigney § Co., 247 
Fed. 407 [8 T. M. Rep. 168]; Wall v. Rolls-Royce of America, 
4 Fed. (2) 333 [15 T. M. Rep. 289]. 

We conclude that the record shows that the appellant had no 
semblance of right to continue to do what he was enjoined from 
doing, and that the decree appealed from is not properly subject 
to be reversed at his instance. That decree is affirmed. 





OAKLAND CHEM. CO. V. ROSE NERENSTONE BOOKMAN 9 


OaKLANp CuHemicaL Company v. Rose Nerenstone Bookman, 
Dorne Business as THe PeroxoGen ComMpaNy oF AMERICA 


United States District Court, Southern District of New York 


May 14, 1927 


Trape-Marxs—Descrirtive 'Terms—“D10x0cen.” 

In a suit to restrain the use of the word “Peroxogen” as an in- 
fringement upon the plaintiffs registered trade-mark “Dioxogen,” 
for the same product, held “that the word ‘Dioxogen’ is descriptive 
of the goods, not capable of exclusive appropriation as a trade-mark, 
nor entitled to registration under the Act of 1905.” 


Same—Feperat JURISDICTION. 

Where both parties to a federal suit for trade-mark infringement 
are citizens of the same state, the jurisdiction must depend upon the 
registration of the trade-mark. If the registration be invalid because 
of the descriptiveness of the mark registered, the court is without 
jurisdiction to consider the issues between the parties. 


Unram Compertrrion—“Dioxocen”—*‘Peroxocen”—ReMeEpY. 

It seems that the use of the term “Peroxogen” by the defendant 
is an effort to misappropriate the good-will of the plaintiff's prepara- 
tion, “Dioxogen,” long and favorably known under that name, but the 
plaintiff's remedy to enjoin such unfair competition under the circum- 
stances indicated above must be found in the state courts. 

Hervey, Barber & McKee (Lanier McKee and William S. 
Greene, Jr., of counsel), all of New York City, for plain- 
tiff. 

Manuel M. Voit, of New York City, for defendant. 


Knox, D. J.: “Dioxogen’” is the registered trade-name under 
which the plaintiff has long sold peroxide of hydrogen. More than 
a million dollars has been spent in acquainting the public with the 
product so sold. Defendant, a recent entrant to this field of mer- 
chandising, is marketing peroxide of hydrogen under the name 
“Peroxogen.” The matter is now before the court upon plaintiff's 
motion for a preliminary injunction. That the name adopted by 
defendant is an infringement of plaintiff’s trade-mark admits of 
little doubt. The only difference between the spelling of the two 
names is to be found in the respective prefixes of the word, viz., 
“Di” and “Per.” Oxygen is the active element in the product of 
each of the litigants. Plaintiff arbitrarily and wrongly spells the 
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word oxygen by substituting the letter “o” for “y.’”” When de- 
fendant coined the name of her peroxide of hydrogen she followed 
the lead of plaintiff and similarly misspelled oxygen. This is 
some evidence of a conscious purpose to get as close to the name 
of plaintiff’s product as possible, and yet have some argument upon 
the question of non-infringement. 

The competing products are not sold in similar packages. 
Standing side by side, it would be easy enough to distinguish be- 
tween them. This, however, is not necessarily a controlling con- 
sideration. As is well known, customers for various products that 
are widely advertised may often pay greater attention to the name 
of the article they desire than to its quality. As was pointed out 
in Lambert Pharmacal Co. v. Bolton Chemical Corporation, 219 
Fed. 325 [5 T. M. Rep. 38], 


“There is always a fringe of possible customers, next year’s for in- 
stance, with whom such opportunities are not to be disregarded, people 
who have heard vaguely the old name or seen it in advertisements and 
who fail to carry it with accuracy in their memory,” 
and who might thus easily mistake defendant’s product for that 
of plaintiff. The latter is entitled to the patronage of these cus- 
tomers. See, too, Fairbanks Co. v. Ogden Packing and Provision 
Co., 220 Fed. 1002 [5 T. M. Rep. 167]. 

Were the foregoing the sum of the controversy, my inclina- 
tion, if diversity of citizenship existed, would be to give relief to 
plaintiff. But there is something more, and it is defendant’s con- 
tention to the effect that ‘““Dioxogen”’ is descriptive of peroxide of 
hydrogen, and, therefore, not capable of exclusive appropriation 
and registration. The affidavit of the president of the corporation 
admits that oxygen is the active, valuable element in peroxide of 
hydrogen. 

The words “dioxy” and “dioxid” are well known in chemistry, 
the former signifying that two atoms of oxygen are present in a 
particular compound, and the latter meaning an oxide containing 
two atoms of oxygen to the molecule, or one oxide containing but 
one atom or equivalent of oxygen to two of a metal. As anyone 
may see, the word “dioxogen,” however arbitrary and fanciful it 
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may have been considered at the time it was coined, is really noth- 
ing more than an amplified spelling of the word “dioxy,’ and is 
quite as descriptive of the dominant element in plaintiff's com- 
pound. See Eli Lilly § Co. v. Wm. R. Warner §& Co., 275 Fed. 
752 [12 T. M. Rep. 1], and Parmell Pharmacal Co. v. Weiner, 
affirmed 5 Fed. (2d) 751 [15 T. M. Rep 435]. The descriptive 
quality of Dioxogen is emphasized by the fact that upon the word, 
as registered in the Patent Office, there appears the chemical for- 
mula of peroxide of hydrogen, viz., H,O, 12 v. And, of course, mere 
misspelling of the word “oxygen,” with the addition of the prefix 
‘di,’ will not enable the result to be appropriated as a trade-mark. 
Standard Paint Co. v. Trinidad Asphalt Co., 220 U. S. 446 [1 
T. M. Rep. 10]. Having reached this conclusion and there being 
no jurisdiction to consider the possible question of unfair trade, 
there is no need to retain the bill for final hearing. It is accord- 
ingly dismissed. 


Upon Reargument 
August 10, 1927 


Knox, D. J.: As pointed out in my previous memorandum, the 
prefix “dioxy,’ and the word “dioxide,” are well known to the 
vocabulary of chemistry. Neither of them is capable of exclusive 
appropriation for use as a trade-mark of a chemical compound 
containing an ingredient having two atoms of oxygen to the mole- 
cule, even though another element of the compound would not be 
suggested or described by such word. Rumford Chemical Works 
v. Muth, et al., 35 Fed. 524; Thermogene Co. v. Thermozine Co., 
225 Fed. 446 [6 T. M. Rep. 247]. To a person having but a 
superficial knowledge of chemistry the word “dioxogen” would 
certainly suggest, and be associated with dioxy or dioxide, and as 
having a similar or an equivalent meaning. And if it be assumed 
that dioxy were capable of appropriation as a trade-mark for 
peroxide of hydrogen, there can be no doubt that the use of “‘Dioxo- 
gen,” when applied to a similar product, would infringe the mark. 
This thought is expressed merely to emphasize the circumstance 
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of similarity in sound, meaning and descriptiveness of the two 
words. As admitted by plaintiff, the fact that the actively valuable 
element of its product is oxygen was very definitely in mind at the 
time of the adoption of its registered trade-mark, and to that 
extent, at least, the mark may be said to have been intentionally 
descriptive. All that plaintiff did was to misspell the word “oxy- 
gen,” and to add a prefix having a well-recognized and fixed 
meaning. The result is a close approximation of standard chemical 
terms that are generically descriptive of peroxide of hydrogen. 

Furthermore, the embodiment in the registered trade-mark of 
the chemical formula for peroxide of hydrogen, and the exploita- 
tion of the same for many years, has served to render the mark, 
as the same is known to the public, accurately descriptive of plain- 
tiff’s product. 

The court is not unmindful of the harm that may possibly 
come to plaintiff as the result of an adjudication holding its trade- 
mark to be invalid. For this reason, and for the further fact that 
defendant apparently is seeking to take advantage of the good- 
will that the public now entertains for plaintiff's product, I have 
reluctantly come to the conclusion that the dismissal of plaintiff’s 
bill should stand. Nevertheless, I am firmly convinced that plain- 
tiff’s remedy, if any, against the defendant, must be secured in 
an action for unfair competition, and due to the citizenship of the 
parties, this court is without jurisdiction in the premises. 
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Premier Mart Propucts Company v. Herman Kasser, Doine 
Business as THE Biug AncHuor Matt Distrisutinc CompANy 
AND PHILADELPHIA Matt Extract CoMpaNny 


United States District Court, Eastern District of Pennsylvania 


December 2, 1927 


Trape-MarKs—INFRINGEMENT—“BLvUE Risson” and “Bivue ANcHOR’— 
NON-CONFLICTING. 
Held that the words “Blue Anchor” do not infringe the words 
“Blue Ribbon,” both used on malt products. 
Same—Unrar CompeTiITionN—SIMILARITY OF LABELS AND ADVERTISING— 
ImrraTiInc ANoTHER’s Get-uP, BUT WirHouT “Passine Orr.” 
Where the use by defendant of labels similar in color scheme and 
certain other features to those adopted by plaintiff was with no 
proven act or intent of “passing off,” the bill was dismissed. 


In equity. Suit for alleged unfair competition. Bill dis- 
missed. 


Paul C. Wagner, Joseph S. Clark, Jr., both of Philadelphia, 
Pa., Edward S. Rogers and Allen M. Reed, of Chicago, 


Ill., for plaintiff. 

Joshua R. H. Potts and T. Bertram Humphries, both of Phila- 
delphia, Pa., for Herman Kasser. 

E. Hayward Fairbanks, of Philadelphia, Pa., for Philadelphia 
Malt Extract Company. 


Sur Trial Hearing on Pleadings and Proofs 


Dickinson, J.: The conclusion reached is that the bill should 
be dismissed with costs. 

The bill is based upon averments of registered trade-mark 
infringement and of unfair competition. Each party is the owner 
of a registered trade-mark. One is known as a “Blue Ribbon” 
and the other as a “Blue Anchor.” The trade-mark infringement 
charge is not very vigorously pressed, and we find that it has not 
been made out. 

The unfair competition charge is the real one. The difficulty 
in most cases of this general kind is to get a grasp of just what 
it is which the plaintiff had of which the defendant has deprived 
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him. The first concept of the wrong done in these cases was very 
definite. It was that the defendant had palmed off his own make 
of product for that of the plaintiff. This was a wrong both to the 
plaintiff and to the purchasing public as well. It was a trespass 
upon a clearly defined right. Every producer, manufacturer and 
dealer, even, has a property right in the favor with which his 
product is regarded by the purchasing public. To deceive pur- 
chasers is a wrong done them and to thereby rob a plaintiff of 
sales which he would otherwise make is a wrong to him. The 
source of this property right was the value of a good name. It 
is at least doubtful whether it has today any value. It is certain 
that if litigation is any test dealers no longer value it. The com- 
plaint today is never that the defendant has been guilty of decep- 
tion respecting the producing origin of what is sold, but that the 
defendant has made advertising appeals similar to those in use 
by the plaintiff. The sales appeal today is not in the merits of 
what is sold, vouched for by the name and reputation of the pro- 
ducer, but is wholly to the eye and to the ear of the purchaser. No 
one seems to know just what subtle thing it is in which the appeal 
subsists. Sale cries seem to affect the imagination of buyers just 
as battle cries do warriors. Whether such slogans have any real 
value or not, all dealers ascribe a value to them. Much of what- 
ever value they have may be ascribable to association of ideas 
although this seems to be rather far-fetched. Blue ribbon is asso- 
ciated with the thought of excellence, at least in horse flesh. The 
color scheme which the package presents to the eye gives it attrac- 
tiveness. This plaintiff thinks it has something of value in these 
two features. What is that, however, in which the plaintiff has 
a property right? A trade-mark, undoubtedly, but this is a mark 
of origin and the packages here could not be found to work any 
confusion in this respect as the name of the producers is plainly 
indicated. A name of designation is the subject of property but 
the name “Blue Anchor” could not be said to be the same in name 
as “Blue Ribbon,” etc., or deceptively similar. There could scarcely 
be said to be any right of property in the attractive appearance 
of a sales package. What is commonly said is that one has the 
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right of protection against the use by another of packages which 
are of deceptive appearance. This, however, is a meaningless 
phrase until you write into it the thought of in what is the decep- 
tion. If, as already said, it misleads purchasers into buying one 
make thinking they are buying another, such a wrong is a legal 
injury. There is, however, as we have also already found, no 
charge here of such an injury. What right (beyond the right 
above mentioned) has the plaintiff? In the old days molasses 
was sold from the barrel into the jug or pitcher of the purchaser. 
A dealer conceives the idea of selling it in cans of convenient size 
and attractive appearance. This changed method takes with cus- 
tomers and all ask for molasses in cans. Outside of patent, trade- 
mark or protection of origin rights, what legal right to the exclu- 
sive use of his improved sales method would this first introducer 
have? We cannot think of a legal wrong without the thought of 
a correlative legal right. Thus, no one can complain of a wrong 
without first showing a right. Loss or damage alone will not do 
because there may be great damage without a legal injury just 
as there may be a legal injury without damage. There must be 
both the injuria and the damnum to give a legal cause of action 
and this remains true, notwithstanding the legal fiction of nominal 
damages. Indeed, this truth made the legal fiction logically neces- 
sary. There is always in the back of the commercial head the 
thought of unfairness in imitation. 

In the supposititious case we have instanced, the originator 
of the method of selling molasses in cans, would resent the intru- 
sion of another dealer upon what he regarded as his peculiar field. 
In his eyes this would be not merely unfair competition but down- 
right robbery. Along with the general tendency of late years to 
substitute the “elastic chord of feeling for the golden metewand 
of the law,” there has grown up the thought of judging unfair 
competition cases by the test of taking a broad survey of the whole 
case and making the finding whether on the whole the defendant 
is reaping an unfair advantage at the expense of the plaintiff. 
There is something appealing in the use of this test. We all have 
a more or less vague and variable standard of what we call justice 
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which we are prone to apply and because it is ours we think highly 
of it. It is, however, usually a sense or mere sentimental feeling 
which has nothing in common with a reasoned result and when 
we are dominated by it, we resent with something like irritation 
the introduction of logical processes to test the soundness of this 
sense of what is right. 

The objection to this broad general view survey of the whole 
case is the utter absence of any real standard of right. Whoever 
is doing the judging fixes his own standard so that there is no 
rule but a mere ipse dizit, the rescript of the Roman Emperor. 
There is in consequence no rule but a variable standard which 
changes with the mental temperament of him who judges. Some 
minds are quick to see resemblances between compared things; 
others are alert to detect differences. The instant case affords 
a good illustration of these differences in men. 

We make the finding, for whatever it may be worth, that we 
see such a strong resemblance between the sales packages of the 
plaintiff and defendant as to carry the conviction that one sug- 
gested the other and that the defendant’s package is an imitation 
of that of the plaintiff. We must qualify this, however, with the 
further finding that so far as this is due to what may be called 
the typography of the labels, including the color scheme, this 
originated wholly with the printer and he had not seen at that time 
the label of the plaintiff. The printer so testified and we believe 
him. There was that in his personality and manner of testifying 
which commanded faith and confidence in the truthfulness of his 
testimony. None the less, we think we see a strong resemblance 
in appearance between the two packages and so find. There is 
nothing surprising in the coincidence that counsel for plaintiff sees 
the resemblance even more clearly than we do, while counsel for 
the defendant can see only the differences between the two labels. 
The latter saw or thought he saw that the impression of similitude 
(so far as it existed) was due wholly to the color scheme. To 
show this he reproduced the two labels in plain black and white, 
pointing to what, as he saw it, was the then marked absence of all 
resemblance between them. Counsel for plaintiff criticized this 
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method of test as wholly unsatisfactory and valueless, but admitted 
that the absence of color brought out the dissimilarities strongly. 
Now comes the circumstance which bears upon this “general resem- 
blance”’ test. To the eye of the trial judge the black and white 
comparison emphasized strongly the resemblance between the 
labels. We are quite prepared to accept the testimony of counsel 
as to the result of this comparison rather than that of the trial 
judge, but none the less the incident does bring out the absence 
of any real standard of comparison and tends to show that the 
“general resemblance” is wholly personal to the trier of fact. 
The cases which deal with the subjects of infringement of 
trade-marks and unfair competition are almost numberless and 
altogether too numerous to list. When put to it to formulate a 
legal doctrine upon which to plant a ruling, the doctrine is always 
the old one of a protection of the right to have the origin of pro- 
duction secure against fraudulent imposition. This of late years, 
however, as we have said, is not the right which is valued nor is 
this the protection sought. The real right which is asserted and 
the wrong sought to be prevented is well summed up in the closing 
appeal made to us in the very able paper book submitted on behalf 
of the plaintiff. ‘Enterprise, novelty and attractive advertise- 
ment” are without doubt today great aids in promoting the busi- 
ness of this plaintiff. We can well understand its feeling of resent- 
ment against “the craft” and “skill in refinement of imitation” 
employed to give to a competitor the advantage of like “enterprise, 
novelty and attractiveness in advertisement” of rival products. 
Imitation is said to be the sincerest form of flattery and our trouble 
is in finding a legal wrong in such flattery, unless it takes the form 
of palming off the imitation product and imposing it upon pur- 
chasers as that of the plaintiff. There is no justification here of a 
finding that the defendant has sought to palm off its product as 
that of the plaintiff. The real complaint is of an effort to boost 
the sales of his product by the like method of “attractive’’ adver- 
tising which the plaintiff has employed. This is in a very real 
sense unfair, but is not an unfairness which the law can enjoin 
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because the plaintiff has neither a copyright nor a patent right 
to this method. 

We are unable to find in this case any right of the plaintiff 
upon which the defendant has trespassed and in the absence of any 
such right find no equity in the bill. 

A decree dismissing the bill, with costs to defendant for want 
of equity, may be submitted. 


Tue C. S. Wetcu Company v. Storrer Lasorarories, INc. 
New York Supreme Court, New York County 
November 3, 1927 


Trape-Marxs anp Unrair CompetTIrTIon—‘BATHASWEET’—‘BatH AROMA” 

For Tomer Artictes—Common Descriptive ELemMenNrt. 

The trade-mark “Bath Aroma” held not to infringe “Bathasweet,” 
both used on bath salts, inasmuch as, aside from the common prefix 
“bath” the two trade-marks are not so close as to render confusion 
probable. 

Unram CompetTirionN—LaBELs AND PacKkaGe Dress—DuisTInGuiIsHine Fera- 

TURES. 

Where defendant began to put on the market its bath salts after 
plaintiff, but with labels and containers so dissimilar as to require 
only casual attention by the purchaser to distinguish them, and there 
was no proof of actual confusion in the goods, the complaint, alleging 
unfair competition, was dismissed. 


Ashley § Foulds, of New York City, for plaintiff. 
Morris Kirschstein, of New York City, for defendant. 


In equity. Suit for alleged trade-mark infringement and un- 
fair competition. Bill dismissed. 


Herman Josepu, Referee: This cause was referred to me 
to hear and determine by an order of this court made and entered 
in this action by Mr. Justice Erlanger on the 21st day of June, 
1927. 

Both plaintiff and defendant were represented by counsel and 
took testimony and filed briefs. The facts do not appear to be 
disputed. Plaintiff has for many years used as a trade-mark the 
word “Bathasweet” for bath salts, which trade-mark has been 





THE C. 8. WELCH CO. V. STORFER LAB., INC. 19 


registered in the United States Patent Office. Its business under 
said trade-mark has been of considerable volume, and has extended 
over a period of many years. Its “Bathasweet’” has been also quite 
widely advertised. 

The defendant is a New York corporation, organized in 
January, 1925, manufacturing and selling perfumes and other 
toilet articles, including bath salts. In March, 1926, it adopted 
and commenced using as a trade-mark for its bath salts the words 
“Bath Aroma,” and has enjoyed a comparatively good market, 
notwithstanding the short period during which defendant has dealt 
therein. Examples of the packages of the respective parties have 
been offered in evidence. Plaintiff’s “Bathasweet” is sold in tin 
cans of various sizes that somewhat resemble the ordinary talcum 
powder cans, with which everyone is familiar, and also in glass 
jars. Defendant’s bath salts, on the other hand, are sold in small 
bags, packed either in a rectangular box or flat cylindrical con- 
tainer. The packages of themselves are so dissimilar as to make 
one wonder how anyone could even assert any likelihood of con- 
fusion between them. The respective labels of the parties shown 
on the respective packages are likewise wholly dissimilar. 

Plaintiff made no proof that actual confusion or deception has 
taken place. I have carefully considered the testimony of the wit- 
ness, Roder, as well as the testimony of the other witnesses who 
were sent out by plaintiff as investigators to see whether retailers 
would substitute “Bath Aroma” for “Bathasweet.” I am not con- 
vinced, even were such substitution by others, without connivance 
or knowledge of defendant, binding upon the latter, that anyone 
seeking plaintiff's well-established “Bathasweet” bath salts would 
take instead plaintiff's boxes of little bags. Only casual attention 
by the purchaser to what she is receiving would be sufficient, in 
view of the difference in labels and packages, to prevent any sub- 
stitution of this character being practiced. What is more, as the 
testimony shows, in this particular trade, the class of purchaser 
or consumer is rather finicky and particularly careful about the 
package of perfume or bath salts that she is given. In the recent 
case of The Turner §& Seymour Mfg. Co. v. The A. & J. Mfg. Co., 
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United States Circuit Court of Appeals, Second Circuit, decided 
June 6, 1927 [17 T. M. Rep. 311, 318], somewhat similar evidence 
was not accepted as proof of confusion. 

I am aware that plaintiff need not establish that actual con- 
fusion or deception has occurred, but if plaintiff relies on the 
reliability of confusion that may result from defendant’s use of 
its mark and packages, that liability must be inherent in the mark, 
labels, and packages themselves. As I have already stated, the 
labels and packages are so distinct that no liability for confusion 
therefrom can be found. 

As to the marks themselves, they do have in common the word 
“bath,” but I cannot agree that plaintiff by adopting and regis- 
tering its mark “Bathasweet” can under the facts and circum- 
stances in this case preclude anyone else from using the word 
“bath” in connection with some other dissimilar word or expres- 
sion for bath salts. Nor do I now find any force in plaintiff's 
argument that in meaning “Bath Aroma” is the same as ‘“Batha- 
sweet.” If indeed “Bathasweet” means a bath salt that lends a 
sweet perfume to the bath, then it is descriptive of the goods to 
which it is applied. I believe (but for the purpose of my decision 
do not find it necessary to hold) plaintiff’s trade-mark is invalid as 
descriptive. I do hold, however, that plaintiff cannot preclude 
others from using fairly any equally apt notation such “Bath 
Aroma” for indicating to the public that their bath salts, too, give 
a sweet aroma or perfume to the bath. 

In my opinion, this case cannot be distinguished from a large 
number of others in which the only thing common to the two marks 
involved is something which is not capable of exclusive appropria- 
tion. See for example Wornova Mfg. Co., Inc. v. McCawley § Co., 
Inc., 11 Fed. (2d) 465 [16 T. M. Rep. 871]; The Turner & 
Seymour Mfg. Co. v. The A. & J. Mfg. Co., supra; Hornbostel v. 
Kinney, 52 N. Y. Superior Court 41 (affirmed 110 N. Y. 94); 
Mirrolike Mfg. Co. v. Devoe & Reynolds, Inc., 8 Fed. (2d) 846, 
affirmed C. C. A. Sec. Cir. 3 Fed. (2d) 847 [15 T. M. Rep. 809]; 
and Caron Corporation v. Conde Lt., 126 Ms. 676, 218 N. Y. Sup. 
735 [16 T. M. Rep. 127]. 
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Nor do I find any force to plaintiff's claim that its mark 
‘“Bathasweet” has obtained a secondary meaning. I do not find 
that such secondary meaning is established by the evidence. Even 
if established, it could not avail plaintiff against this defendant 
who has not adopted plaintiff's mark, and is in no way guilty of 
any fraudulent or unfair dealings in the carrying on of its busi- 
ness in “Bath Aroma” bath salts. 


The complaint, therefore, must be dismissed with costs. 


LytTLe v. SMITH 
(215 N. W. Rep. 668) 


Supreme Court of Iowa 


October 25, 1927 


Trape-Marks—Unrair ComMPetiITion—Proceepincs Founpvep on Riegut Ac- 
QuIRED BY TRaDE-NAME AND ON ParincipLe or “UnFram TrapE”— 
DIsTINGUISHED. 

The courts recognize a distinction between proceedings founded 
on the right acquired by ownership of a trade-name and proceedings 
based on the principle of “unfair trade.” 

Same—Same—“Unrair Trape” Dertinep. 

“Unfair trade” has two angles, one relating to deception in imitat- 
ing the goods of another, so that the public will purchase the counter- 
feit, rather than the real, and the other has reference to a camouflage 
produced by transacting business under a similar name, thus causing 
people to believe the substitute to be the original. 

Same—Same—Property 1N Trape-NAmMe—REsTRICTIONS. 

The property acquired in a business trade-name need not be 
limited to the narrow margin permitting arbitrary acquisition of a 
trade-mark. 

Same—Same—Test or Unram Competition 1N Use or Trape-NaMmE. 

In actions based on unfair competition in the use of a trade- 
name, the test of unfairness in each is as to whether the resemblance 
misleads, or is such as to deceive those who are acting with ordinary 
and reasonable caution. 

Same—Same—Errect or Fauturr To SHow Fravp. 

Where, in an action based on unfair competition from use of a 
trade-name, plaintiff attempts, but fails, to show fraud and deception 
on the part of the defendant in the use of such name, such attempt 
and failure has a bearing and significance on the proceeding, even 
though plaintiff is not required to show that customers have been 
deceived by the similarity of names. 
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Same—Same—Non-conFiicTInG NAME. 

In an action to enjoin unfair competition, “Jasper Stone Com- 
pany,” offering “adamant silica,” held not as a matter of law likely to 
be mistaken for “Jasper Products Company,” presenting “Jasper 
silica.” 

In equity. Action to enjoin unfair competition. From deci- 


sion dismissing complaint, plaintiff appeals. Affirmed. 


Edwin J. Stason, of Sioux City, Iowa, for appellant. 
Brackney, Farr § Stockman, of Sioux City, Iowa, for appellee. 


Kinoie, J.: This is an equity action, brought for the purpose 
of restraining the defendant, appellee, from transacting business 
under the firm name of Jasper Products Company, on the theory 
that such conduct amounted to unfair competition with the plain- 
tiff, who was operating as the Jasper Stone Company. Decree in 
the district court was adverse to appellant’s claim; hence this ap- 
peal. 

Historically, the facts are: C. E. Lytle, the appellant, became 
interested in the stone business at Jasper, Minn., in 1912, and 
afterward, in 1915, purchased a quarry known as the Jasper Stone 
Company quarry. Said stone was a pink quartzite, called by some 
“Sioux Falls granite.” During said time, there were other similar 
beds or mines at or near the same town. Appellant first prepared 
for sale a crushed stone, but in 1916 he commenced to make and 
place upon the market “grinding cubes and blocks” (used by cement 
mills, silica, and paint concerns). That last-named product pre- 
viously was cut in Germany, Belgium, and Norway, and from there 
shipped to America. The war, however, interrupted these foreign 
operations, and industries of the United States became interested 
in American production, resulting in orders therefor being supplied 
by appellant. In 1919, appellee was employed by said Lytle to 
assist in the management of the plant, and so continued until 1922, 
when, after a brief engagement in the oil business, he established 
for himself a new enterprise under the designation above indicated, 
to wit, “Jasper Products Company,” offering to the public stone 
goods specifically advertised as Jasper silica, while appellant con- 
tinued to sell his wares by the trade style of adamant silica. 
Foundation for this proceeding is based not upon the right acquired 
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by a trade-name, but rather on the principle of “unfair trade.” 
For years we have recognized the distinction. Sartor v. Schaden, 
125 Iowa 696, 101 N. W. 511; Atlas Assurance Co. v. Atlas Insur- 
ance Co., 188 Iowa 228, 112 N. W. 282, 114 N. W. 609, 15 L. R. 
A. (N. S.) 625, 128 Am. St. Rep. 189; Dyment v. Lewis, 144 Iowa 
509, 128 N. W. 244, 26 L. R. A. (N. S.) 78; Iowa Auto Market 
v. Auto Market § Exchange, 197 Iowa 420, 197 N. W. 821; Motor 
Accessories Mfg. Co. v. Marshalltown M. M. Mfg. Co., 167 Iowa 
202, 149 N. W. 184. Such unfairness has two angles, one relating 
to deception in imitating the goods of another so that the public 
will purchase the counterfeit rather than the real, and the other 
has reference to a camouflage produced by transacting business 
under a similar name and thereby causing the people to believe the 
substitute to be the original. Dyment v. Lewis, supra. Funda- 
mentally, the property acquired in a business “trade-name’’ need 
not be limited to the narrow margin permitting arbitrary acquisi- 
tion of a trade-mark, Iowa Auto Market v. duto Market §& Ex- 
change, supra, but may be extended to the appropriation of descrip- 
tive terms or other words made personal by long use in connection 
with the goods or business of the particular owner, culminating in 
a “secondary right.’”’ Iowa Auto Market v. Auto Market & Ex- 
change, supra; Sartor v. Schaden, supra; Dyment v. Lewis, supra. 
No two cases are alike, and the criterion in each is, does the resem- 
blance mislead, or is it such as to deceive those who are acting with 
ordinary and reasonable caution? Iowa Auto Market v. Auto Mar- 
ket & Exchange, supra, and kindred cases. There is no contention 
in the case at bar that the article offered for sale was objectionable 
because a “counterfeit or an imitation.” Those grinding cubes and 
blocks were not peculiar to appellant’s business, but were standard 
articles manufactured in America and Europe. Our consideration, 
because of this, must be confined to a discussion of the likeness in 
“name.” Parenthetically, it is well to note that the record fails 
to disclose appellee’s borrowing or otherwise taking any name of 
a customer from appellant’s mailing list. They were procured 
from directories. Although an effort was made to introduce some 
evidence, yet it was by no means established that a single customer 
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dealt with appellee under the misapprehension that he was dealing 
with appellant. Only a few instances were shown in the record 
where communication was received by the wrong party. However, 
in every case this was immediately corrected. Conceding proof 
of damages or actual deception is not a necessary burden to be 
carried by appellant, and he has made his case when the record 
shows a sameness capable of and likely to mislead and confuse; 
anyway, his attempt and failure has its bearing and significance. 
Iowa Auto Market v. Auto Market & Exchange, supra. Confusion, 
if any there was, did not amount to more than that usually experi- 
enced by all manufacturers. 

Jasper is a geographical term, and it designated the location 
of appellant’s quarry. Furthermore, there also appellee conducted 
a quarry for a time and afterward procured said merchandise 
therefrom through other companies, while he (appellee) was bring- 
ing forth the product at Sioux Falls, S. D. Not only does “Jasper”’ 
stand for the name of a town, but it has a distinct meaning in the 
mineral world. The dictionary defines it as: “An opaque, many- 


sided variety of quartz; when polished it is made into a variety 
of ornamental articles.’ And the record supplied the following 
definition: ‘“‘An opalescent stone that takes a high polish and its 
particular ingredient is silica... Moreover, “Jasper” is known as 
a special stone by the railroads and they have provided freight 
schedules therefor. That was the very product which appellee was 
selling. 


Continuing the argument, appellant urged that there was actual 
or implied fraud in the advertising matter used by appellee. Ordi- 
nary business letterheads were utilized. On the one employed by 
appellant was written at the top “Jasper Stone Company,” below 
which, in smaller type, appeared “Adamant Silica,’ while on ap- 
pellee’s stationery there was the heading “Jasper Products Com- 
pany” and in lesser type beneath “Jasper Silica.” At the left of 
each sheet was a printed advertisement, but the general make-up, 
type, and style are different. The subject-matter written about, 
being the same cubes and blocks, necessarily the result of the gen- 
eral meaning of the language used would express the same thought 
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in part. Appellee did not write his own advertisement, but sent 
the facts to a printing concern in St. Louis, where the words were 
put together and the ideas expressed. Consequently, we cannot say, 
as a matter of law, and the record does not reveal the fact that 
“Jasper Stone Company” offering “adamant silica’ was, or prob- 
ably it would be, mistaken for “Jasper Products Company” pre- 
senting “Jasper silica.” Motor Accessories Mfg. Co. v. Marshall- 
town M. M. Mfg. Co., supra; Iowa Auto Market v. Auto Market 
§ Exchange, supra. 

Judgment and decree of the district court should be and here- 
by is affirmed. 

Affirmed. 


Evans, C. J., and Stevens, Favitite, and Waener, JJ., con- 
cur. 


Turee IN One O1t Company v. THe Lost MANUFACTURING 
CoMPANY 


Court of Appeals of the District of Columbia 
December 5, 1927 


Trape-Marxs—Oppostrion—Goons or Dirrerent Descriptive Properties. 

Held that hot-water bottles, ice bags and fountain syringes and 
oil are goods of different descriptive properties. 

Same—Same—“Turee In One”—Partr or Corporate Name. 

Opposition of the appellant, Three In One Oil Company, to the 
registration of the phrase “3 in 1” as a trade-mark for hot-water 
bottles, ice bags and fountain syringes held rightly dismissed, on the 
ground of American Steel Foundries v. Robertson, Commissioner of 
Patents [16 T. M. Rep. 51], inasmuch as the phrase “3 in 1” had 
already been registered as a trade-mark seventy-five times, formed 
a part of the name of many corporations throughout the country, and 
was not the entire corporate name of opposer; and the Commissioner’s 
decision was affirmed. 


Appeal from the Commissioner of Patents in an opposition 
proceeding. Affirmed. For the Commissioner’s decision, see 16 
T. M. Rep. 411. 
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J. L. Stewart, of New York City, for appellant. 
L. B. Lemon, of Washington, D. C., for appellee. 


Before Martin, Chief Justice, Ross and Van Orspet, Asso- 
ciate Justices. 

























Van OrspeEL, Associate Justice: Appellee company applied 
for registration of a trade-mark “3 in 1,” alleged to have been used 
by it on hot-water bottles, ice bags, and fountain syringes. Appel- 
lant, the Three In One Oil Company, a corporation, opposes the 
registration of the mark on two grounds: first, that the opposer 
has, for about thirty years past, been engaged in the business of 
manufacturing and selling oil under the trade-mark “3 in 1”: and 
second, on the ground that Three In One is the dominating feature 
of its corporate name. 
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From the decision of the Commissioner, dismissing the opposi- 
tion and permitting the registration of appellant’s mark, the case 
comes here on appeal. 

Under Section 5 of the Trade-Mark Act of February 20, 1905, 
it is provided— 





“that no mark by which the goods of the owner of the mark may be dis- 
tinguished from other goods of the same class shall be refused registra- 
tion as a trade-mark on account of the nature of such mark * * * pro- 
vided that no mark which consists merely in the name of an individual, 
firm, corporation, or association, not written, printed, impressed or woven 
in some particular or distinctive manner, or in association with a portrait 
of the individual, or merely in words or devices which are descriptive of 
the goods with which they are used, or of the character or quality of such 
goods, or merely a geographical name or term, shall be registered under 
the terms of this act.” 














We are of opinion that the goods upon which these marks are 
used are not of the same descriptive qualities to the extent of pro- 
hibiting the registration of the mark. This brings us to the right 
of appellee company to register as its trade-mark a part of the 
corporate name of appellant corporation. 

In the case of American Steel Foundries v. Robertson, Com- 
missioner, et al., 269 U. S. 8372 [16 T. M. Rep. 51], the court had 
under consideration the right of the Foundries Corporation to 
appropriate as a trade-mark the word “simplex,’ which it was 


ee ee = = "s SN el RAN a as 
mais ee a, ie Peale bee ee oot ee 
= ae Bi: weasel ik San ee ee Se eae ‘ seed 


THREE IN ONE OIL CO. V. THE LOBL MFG. CO. 27 


claimed was the dominating feature of the opposer’s corporation, 
the Simplex Heating Company. It was found, as here, that the 
goods on which the Foundries Company used this mark were not 
of the same descriptive properties as the goods on which the Heat- 
ing Company used the same mark. As to the right of the Foundries 
Company to appropriate “Simplex,” notwithstanding it was part 
of the name of the Heating Company, the court found that— 


“the word ‘simplex’ is only a portion of the corporate name; its use by 
plaintiff is upon articles, the like of which has never been manufactured 
or sold by the defendant corporation; it comprises the whole or a part 
of about sixty registrations, by nearly as many different parties upon 
many kinds of merchandise; and it forms part of the names of other 
corporations in the country.” 

In the present case, it appears that there are about seventy- 
five registrations in the Patent Office of the trade-mark “3 in 1”; 
and that “Three In One” is part of the name of many corporations 
doing business in various lines throughout the country. In this 
respect the Foundries case is controlling. 

It is insisted, however, that the words “Three In One” are 
the salient feature in the name of appellant corporation. The 
words “Three In One” merely qualify the main feature of the 
corporate name “Oil Company.” “Three In One” standing alone 
would signify nothing as identifying appellant corporation, since 
it is a qualifying feature in the names of many corporations. As 
said by the court in the Foundries case, quoting from the opinion 
of the Commissioner of Patents: 


“It is a fact that the word ‘Simplex’ has been in such wide and 
varied use in this country, not only as a trade-mark, but as part of a 
firm or corporation name, that everybody has heretofore considered some- 
thing more than the word ‘Simplex’ necessary to identify a corporation. 
* * * The word ‘Simplex’ does not identify any corporation in particu- 
lar, for the simple reason that it is equally the name of various corpora- 
tions. In short, if one referred to “The Company Simplex’ without any- 
thing else, it would not be known to what he was referring.” 


On the authority of this case alone we can base our decision. 
Of course, where the entire corporate name is appropriated, the 
rule of the statute is absolute in terms and such a mark would be 
denied registration; but, as said in the Foundries decision: 


“Where less than the whole name has been appropriated, the right of 
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registration will turn upon whether it appears that such partial appropria- 
tion is of such character and extent that, under the facts of the particular 
case, it is calculated to deceive or confuse the public to the injury of the 
corporation to which the name belongs.” 

It is clear that there is no such confusion in the present case; 
and that the decision of the Commissioner, dismissing the opposi- 
tions and directing registration to appellee corporation, is right. 

The decision of the Commissioner is affirmed. 


McKesson & Rossins, Inc. v. Toe Cuas. H. Puiturs CHemicant 
Co. 


Court of Appeals of the District of Columbia 
December 5, 1927 


Trape-Marxs—CanceLLaTIon—“MiLk oF Maownesia”—Ricut or Paten Tee 
To Reomtrer Unper Ten-year Crause Arrer EXPIRATION oF 
PATENT. 

Where appellee, assignee of a patent on a preparation called 
“Milk of Magnesia,” after the expiration of such patent, and ten 
years prior to the passage of the Trade-Mark Act of 1905, registered 
said name thereunder as a trade-mark, it was held that said registra- 
tion was good and valid, inasmuch as, where the public fails to avail 
itself of the right to manufacture patented article and use the name 
by which it was designated, the right passes to the one registering 
such mark under the ten-year clause of the act (distinguished from 
Singer Mfg. Co. v. June, 163 U. S. 169). 


Appeal from the Commissioner of Patents in a cancellation 
proceeding. Affirmed. For the Commissioner’s decision, see 16 
T. M. Rep. 817. 


J. W. Bevans, of New York, N. Y., for appellant. 
E. 8. Rogers, of Chicago, Ill., for appellee. 


Before Martin, Chief Justice, Ross and Van Orspet, Asso- 
ciate Justices. 


Van Orspvet, Associate Justice: Appellant company insti- 
tuted a proceeding in the Patent Office to cancel two registrations 
issued to the appellee Chemical Company. 
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The first mark consists of the words “Milk of Magnesia” ; 
and the second mark consists of the words “Leche de Magnesia.” 
The second mark is the Spanish equivalent of the first mark. The 
marks are both used on a preparation of magnesia. 

The cancellation proceeding is based on the ground that the 
term “Milk of Magnesia’ was the name applied to an article 
covered by a patent granted to Charles H. Phillips and Lawrence 
Reid, who assigned their right to Charles H. Phillips, the prede- 
cessor in business of the appellee company. The marks in question 
were registered under the ten-year clause of the Trade-Mark Act 
of 1905; and it appears that the patents in question had expired 
prior to February 20, 1895. 

It clearly appears that the registrant had exclusive use of the 
words as a trade-mark during the ten-year period, but it is insisted 
that on the expiration of the patents the name used on the patented 
article became generic and was open to anyone to use, which 
operated to bar the right of registration in the applicant. 

The ten-year clause of the Trade-Mark Act gives practically 
unlimited right to the registration of a mark that had been “in 
actual or exclusive use as a trade-mark during the ten-year period 
immediately preceding the passage of the act.” 

We are not unmindful of the well-established line of decisions 
that the name by which a patented article has been designated falls 
into public use with the expiration of the patent. These cases 
are based upon the theory that anyone has a right to manufacture 
a patented article if the patent has expired, and has a like right 
to sell it by the name applied to the patented article. Singer 
Manufacturing Company v. June, 168 U. S. 169. But the present 
case may be distinguished in that no such use had been appro- 
priated of the patented article, and the patent expired prior to the 
ten-year period of exclusive use by appellant company. 

The right of registration under the ten-year clause has been 
defined in Thaddeus Davids Company v. Davids § Davids, 233 
U. S. 461, 470 [4 T. M. Rep. 175], as follows: 


“Their exclusive use as trade-marks for the stated period was deemed, 
in the judgment of Congress, a sufficient assurance that they had acquired 
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a secondary meaning as the designation of the origin or ownership of the 
merchandise to which they were affixed. And it was manifestly in this 
limited character only that they received statutory recognition, and, on 
registration, became entitled to protection under the act.” 


Where the public fails to avail itself of the right to manufac- 
ture the patented article and use the name by which it was desig- 
nated, and ten years’ exclusive use of the mark intervenes prior to 
the Trade-Mark Act of 1905, the party using the mark is entitled 
to registration under the ten-year clause of the act. As said in 
Scandinavia Belting Company v. Asbestos & Rubber Works of 
America, Inc., 257 Fed. 987, 960 [9 T. M. Rep. 186]: 


“But there is another and conclusive reason why this claim that the 
name ‘Scandinavia’ became open to the public on the expiration of the 
patent is of no avail to the defendant, for if it were to be conceded that 
the doctrine of the Singer case originally applied, the evidence shows 
that the public did not avail itself of the right, and that now, because 
of the registration of the trade-mark under the ten-year clause, it is not 
at liberty to violate the plaintiff’s exclusive right.” 
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We are therefore of the opinion that the Commissioner was 
right, and his decision is accordingly affirmed. 





Tue Feperat Propucts Co. v. FLorence N. Lewis 
Court of Appeals of the District of Columbia 
December 5, 1927 





Trapve-Marxs—Opposirion—“Vetva” CoLocNe Spirits aNp Russine A.Lco- 

HOL AND Tomet Cream ConTAINING COLOGNE AND ALCOHOL— 

Goons or Same Descriprive Properties. 

Held that cologne spirits and rubbing alcohol are of the same 
descriptive properties as toilet cream containing cologne and alcohol. 

Same—Same—Same—“VENETIAN” ON Domestic Goops—Deceptive ApveR- 

TIsInc—“CLEAN Hawnops.” 

In the case at issue, where opposer put out face cream made by 
her in New York City, bearing the words “Venetian Velva Cream,” 
she had no right under the doctrine of “clean hands” to protection in 
the use of her mark, inasmuch as the word “Venetian” indicates to 
the public that the goods were made in Venice, whereas they are 
really made in New York City; and the Commissioner’s decision sus- 
taining the opposition was reversed. 


Appeal from the Commissioner of Patents in an opposition 
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proceeding. Reversed. For the Commissioner’s decision, see 16 
T. M. Rep. 418. 


Before Martin, Chief Justice, Ross and Van Orspet, Asso- 
ciate Justice. 


Van Orspet, A. J.: Appellee, Florence N. Lewis, opposes 
the registration by appellant, The Federal Products Company. of 
the word “Velva” as a trade-mark for cologne spirits and rubbing 
alcohol. The opposer claims damage by virtue of her prior use 
of “Velva’” as a trade-mark for toilet cream containing cologne 
and alcohol. 

The opposition was sustained by both the Examiner of Inter- 
ferences and the Commissioner of Patents. Neither party took 
testimony. The opposer bases her opposition upon the registration 
of the mark under date of November 2, 1920, which is prima facie 
evidence of ownership. Inasmuch as the applicant took no testi- 
mony, its filing date, August 9, 1924, is the earliest date it can 
claim. Opposer, therefore, has established prior use. 

The marks of the respective parties are the same except for 
an immaterial difference in the style of lettering. If no other 
question were involved in the case, the decision of the Commis- 
sioner would have to be affirmed. We agree with the tribunals 
below that not only are the marks the same, but they are used on 
goods of the same descriptive properties. 

Counsel for the applicant company has interposed an objec- 
tion in his answer to the notice of opposition which cannot be 
avoided. The opposer sets out as a basis of her opposition the 
label on which the mark is used, the printed feature of which reads 
as follows: 


VENETIAN 
VELVA CREAM 
PREPARED ESPECIALLY FOR A 
SENSITIVE SKIN AND IS AN 
EXCELLENT SKIN FOOD. 


EvizaBeTH ARDEN 
673 Fifth Avenue, New York. 


It is urged by counsel for the applicant that inasmuch as an 
opposition proceeding is in the nature of a proceeding in equity, 
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the opposer, to establish her right to protection, must come into 
court with clean hands. In other words, one seeking to prevent 
the registration of a trade-mark must be guiltless of any false 
representations either in the mark relied upon as a basis for oppo- 
sition or in the advertising of the goods on which the mark is used, 
and if it appears that absolute honesty in either of these particulars 
is lacking, the opposition should be dismissed. 

We think this principle is sound, and we will consider its 
application to the present case. The deception in the label con- 
sists in the misuse of the word “Venetian.” It purports to convey 
to the public mind the impression that the goods on which the label 
is used originate in Venice, while the record discloses that they are 
in fact produced in New York. Considering the character of 
goods on which the mark is used, the word “Venetian,” indicating 
their origin in Venice, is of great value to the opposer while prac- 
ticing a fraud upon the public. Notoriously, it is a word in com- 
mon use in advertising cosmetics, conveying the impression to the 
public that the goods are imported and of Venetian origin. Con- 
duct of this sort is generally condemned by the courts, and is 
barred from standing in equity. 

“If one affix to goods of his own manufacture signs or marks which 


indicate that they are the manufacture of others, he is deceiving the 
public and attempting to pass upon them goods as possessing a quality 
and merit which another’s skill has given to similar articles, and which 
his own manufacture does not possess in the estimation of purchasers.” 
Manhattan Medicine Co. v. Wood, 108 U. S. 218, 223. 


In Worden v. California Fig Syrup Co., 187 U. S. 516, 528, 
false representations of any sort that tend to mislead the public 
are condemned by the court as follows: 


“We find, however, more solidity in the contention, on behalf of the 
appellants, that when the owner of a trade-mark applies for an injunction 
to restrain the defendant from injuring his property by making false 
representations to the public, it is essential that the plaintiff should not 
in his trade-mark, or in his advertisements and business, be himself 
guilty of any false or misleading representation; that if the plaintiff 
makes any material false statement in connection with the property which 
he seeks to protect, he loses his right to claim the assistance of a court 
of equity; that where any symbol or label claimed as a trade-mark is so 
constructed or worded as to make or contain a distinct assertion which is 
false, no property can be claimed on it, or, in other words, the right to 
the exclusive use of it cannot be maintained.” 
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The principle here enunciated is sustained in Fetridge v. Wells, 
18 How. Pr. 885; Connell v. Reed, 128 Mass. 477; Seigert v. 
Abbott, 61 Md. 276; Alden v. Cross, 25 Mo. App. 128; Prince 
Manufacturing Company v. Prince Metallic Paint, 185 N. Y. 24; 
Clotworthy v. Schepp, 42 Fed. 62; Krauss v. Peebles’ Sons Com- 
pany, 58 Fed. 585. The following English decisions are cited with 
approval in the decision of the court in the Worden case: Pidding 
v. How, 8 Simons 477; Leather Cloth Company v. American 
Leather Cloth Company, 4 De Gex, J. & S. 187. 

We are of opinion that inasmuch as the opposer relies upon 
her trade-mark registration, the sole use of which, so far as the 
record discloses, is in connection with the label which contains the 
misstatement as to the origin of the goods on which the mark is 
used, opposer is not in position to invoke the benefit of the Trade- 
Mark Act to protect her business, when she could not be accorded 
protection in a court of equity. For this reason alone the opposi- 
tion should have been dismissed. 

The decision of the Commissioner is reversed. 


Lincotn Motor Company v. Lincotn MANUFACTURING CoMPANY 


Court of Appeals of the District of Columbia 


December 5, 1927 


Trape-Marxs—Opposition—“Lincorn” ror AvToMOBILE BRAKES AND 

Trmers—Name or CorporaTtion—DIscLAIMER. 

Where applicant, Lincoln Motor Company, in applying for the 
registration of a trade-mark consisting in part of the word “Lincoln,” 
disclaimed the exclusive right to the use of this word, the Commis- 
sioner’s decision dismissing the opposition of the Lincoln Manufac- 
turing Co. on the ground of its use of the word “Lincoln” in its 
corporate name was affirmed. 


C. R. Halbert, of Detroit, Mich., C. M. Thomas and F. D. 
Thomas, of Washington, D. C., and E. S. Rogers, of New 
York City, for appellant. 


G. B. Sekley, of Indianapolis, Ind., and Robert Watson, of 
Washington, D. C., for appellee. 
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Appeal from the Commissioner of Patents in an opposition 
proceeding. Affirmed. For the Commissioner’s decision, see 16 
T. M. Rep. 410. 


Before Martin, Chief Justice, Ross and Van OrspeE., Asso- 
ciate Justice. 


Van Orspe., Associate Justice: Appellant, Lincoln Motor 
Company, opposes the application of appellee, Lincoln Manufac- 
turing Company, to register the word “Lincoln” as a trade-mark 
for automobile brakes and timers. 

It appears that the Lincoln Motor Company has been manu- 
facturing the Lincoln automobile since 1920; and claims use of 
its mark since August 12, 1924. The mark of the applicant com- 
pany is described by the Commissioner “as consisting of a diamond- 
shaped background, the points of which are cut off, superposed on 
a rectangle, with a diamond design along the corners thereof, so 
that the diamond border is visible only when the corners of the 
rectangle project outward beyond the oblique sides of the central 
large diamond, and the word ‘Lincoln’ printed on the diamond 
background in a very peculiar and distinctive style.” 

It appears that the name “Lincoln,” appearing in the above 
described mark, is the surname of Neil S. Lincoln, who is vice- 
president and general manager of the Lincoln Manufacturing 
Company ; and that he designed the brakes and timers sold under 
the trade-mark as sought to be registered. The registration is 
opposed on the ground that the word “Lincoln” is merely the name 
of a person or corporation, not written, printed, or impressed, or 
woven, in any particular or distinctive manner; and on the further 
ground that it is the registered trade-mark of opposer company, 
and is applied to goods of the same descriptive properties as those 
on which the mark of the applicant is used. 

We find it unnecessary to consider these matters, since it 
appears from the record that the predecessor of the Lincoln Motor 
Company, in applying for the registration of the mark referred to 
by it in support of its opposition, disclaimed the word “Lincoln.” 
This completely estops it or its successors from subsequently 
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appropriating the word to the exclusion of others. Holtzapfel’s 
Composition Co. v. Rahtjen’s Composition Co., 188 U. S. 1. It 
also appears that the applicant, Lincoln Manufacturing Company, 
likewise “disclaims the exclusive right to the word ‘Lincoln’ per se, 
apart from such design and apart from the arbitrary, fanciful, 
particular, and distinctive manner in which such word is itself 
written or printed.” The opposer’s registration of the word “Lin- 
coln,” standing alone, is a descriptive mark and confers no right 
upon the user to exclude others from the use of the descriptive 
features of the mark if used in a way to distinguish the two marks. 
The only resemblance between the marks here involved lies in the 
common use of the surname Lincoln. With the above disclaimers 
and the common right to the use of the word “Lincoln,” the resem- 
blance between the marks is completely removed. 


Inasmuch as that portion of the record which was brought 
into the case by certiorari is unnecessary to the determination of 


this appeal, the costs incident thereto are assessed against the 
appellee. 


The decision of the Commissioner is affirmed. 


[Nore: The above case illustrates one of the uncertainties in the 
administration of the present trade-mark law, and is an example of the 
difficulties in which it may involve the owner of a registered trade-mark. 

True, the case touches only questions arising under the trade-mark 
act, and therefore settles no issue except the issue that conflicts between 
the marks of the two parties as registered in the one case, and as applied 
for in the other. Each having disclaimed for purposes of registration the 
exclusive right to the use of the name “Lincoln,” it seemed to follow 
logically that their marks did not conflict, since this was the feature they 
had in common. 

Irrespective of the Patent Office proceeding, it would seem that the 
Lincoln Motor Company had a common law right to the name “Lincoln,” 
which would have enabled it, on grounds of unfair competition, to enjoin 
the use of the name by the Lincoln Manufacturing Company in the sale 
of automobile appliances. The important question to the first user is, 
whether that common law right has been impaired by the disclaimer in 
the Patent Office. We think not. The remarks of the court, if con- 
strued as applying to those common law rights, are entirely dicta. 

The Supreme Court decision cited above (Holtzapfel’s Composition 
Co. v. Rahtjen’s Composition Co., 183 L. S. 1) is inapplicable. The 
registrations and disclaimer involved in this case were under the English 
statute. The name in controversy was the name of a patented article, 
the only patent on which had expired, not only prior to the suit, but prior 
to the disclaimer. The court said that, under the Singer Case, the name 
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was open to the world. The disclaimer, therefore, could not affect rights 
which the court held the applicant did not have. 

It is true there is an English chancery decision denying a preliminary 
injunction, upon the sole ground that the feature of the mark claimed 
to be infringed was disclaimed at the time of registration. Rosenthal v. 
Reynolds, 9 Rep. Pat. Cas. 189 (1892). This was a decision of a single 
justice on a preliminary motion. 

The Court of Sessions in Scotland several years later, speaking by 
the concurrence of four judges, on appeal from a final judgment in plain- 
tiff’s favor, refused to follow the decision of Rosenthal v. Reynolds, hold- 
ing that the disclaimer had no bearing on any rights of the registrant 
except as acquired by the registration, the limits of which it defined, 
and did not import a license to rival traders to use the letters disclaimed 
in such manner as to pass off their goods for the plaintiff’s goods. (Bayer 
v. Baird, 15 Rep. Pat. Cas. 615 [634].) 

Under the English statute this question is no longer open, since, by 
Section 15 of the Act of 1905, it is provided that no disclaimer shall 
affect any rights of the proprietor of a trade-mark except such as arise 
out of the registration. There can be little doubt, however, that this 
provision merely removes an ambiguity, and that the legal principles 
involved were properly decided by the Scotch court. 

It is fundamental with us, as in English law, that the right to a 
trade-mark is a right existing at common law and arising entirely from 
use. (Hanover Star Milling Co. v. Metcalf, U. S. Sup. Ct. 1915, 240 U. S. 
403.) The statute providing for registration was passed by Congress in 
the exercise of its power to regulate interstate and foreign commerce, 
and permits the registration only of marks used in interstate and foreign 
commerce. The vast number of trade-marks used only within a state 
are not eligible for registration under the statute (Trade-Mark, Sec. 1); 
(Warner v. Searle & Hereth Co., 191 U. S. 195.) ‘Thus the common law 
right to a trade-mark is not affected by registration, being neither en- 
larged nor superseded thereby. The act merely furnishes a certificate, 
which is prima facie evidence of right to the mark in interstate and 
foreign commerce, and affords remedies, in case of infringement, which 
are not available for the benefit of a common law trade-mark. That 
the statute does not in any way change the substantive law of trade- 
marks was declared by the United States Supreme Court in the following 
case, Beckwith v. Comm. of Pat., 252 U. S. 538 (1920). 

It is a familiar principle in our law that descriptive terms or words 
otherwise not subject to registration under the act may nevertheless be 
entitled to protection in equity against the competitive use thereof by 
others, the courts enjoining such use as unfair competition with the first 
user. (Reddaway v. Banham, 1896 App. Cas. 199; Elgin National Watch 
Co. v. Ill. Watch Co., 179 U. S. 665; Herring Hall Co. v. Hall Safe Co., 
208 U. S. 554. 

Where the Patent Office makes objection to a word that it is descrip- 
tive, geographical or a proper name, and therefore is not entitled to 
registration under the statute, if this word stands alone the application 
is necessarily rejected; yet the rejection of this word would not in any 
way affect the common law rights of the user of said word to protection 
in equity against the confusing use thereof by another. 

However, if in the application the objectionable words were coupled 
with other features that are properly registrable, the Patent Office for- 
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merly required that the objectionable words be eliminated from the draw- 
ing. The elimination of such words was obviously the equivalent of the 
rejection of the words for purposes of registration. It would be absurd 
to say that the elimination thereof from the drawing, when required by 
the Patent Office, in order to effect a registration of the remaining features 
of the mark, should be held to be a waiver of any common law rights 
which the user had in the words. 

The Patent Office later modified its practice to avoid the mutilation 
of trade-marks, by eliminating such objectionable words, the effect of 
which mutilation was to leave the public uninformed of the manner in 
which the registered trade-mark was actually used. The Office, in order 
to meet this situation, adopted at its own initiative the practice of the 
British Patent Office and permitted the applicant, instead of removing 
the objectionable features from the drawing, to disclaim them. 

The propriety of this practice of disclaimers came before the United 
States Supreme Court in the Beckwith Case, already referred to, in which 
the history of the practice and reasons for it are discussed at length. 
The court in that case said that the requirements of the act of Congress 
would be fully complied with, if, instead of eliminating from the drawing 
the words under discussion (“Moistaire Heating System”), the registra- 
tion were permitted, with an appropriate declaration in the form of a 
disclaimer. 

In other words, the disclaimer is a device of the Patent Office for 
removing from the application the words that are objectionable without 
removing them from the drawing, and such removal from the scope of the 
application can have no other or greater effect than removal from the draw- 
ing itself would have. All the rights of the user in spite of the disclaimer 
remain exactly as they were before. 

Indeed, so far is this true that it has been held by the Commissioner 
of Patents that the disclaimer of the right to the exclusive use of a 
word (“Tripure”) in an application does not thereafter prevent the 
applicant from seeking and obtaining a registration of that word. (Stand- 
ard Water System Co. v. Tripure Water System Co., 124 Mass. Dec. 482 
[7 T. M. Rep. 604].) There could, of course, be no more complete recogni- 
tion of the fact that a disclaimer, where made, is merely made as a com- 
pliance with the requirement of the Patent Office, and does not involve 
any waiver of rights to which the user would otherwise be entitled. 

While there is a remark in the Beckwith Case, above cited, to the 
effect that the disclaimer would preclude the registrant thereafter from 
setting up any exclusive right to the disclaimed part of the mark (page 
545), the common law right to such a mark is not in its nature an exclu- 
sive one, and the right still remains to prevent the use of the mark by 
another in a manner that will deceive.] 
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Tue AmericaN Printing INk Company v. AMERICAN PRINTING 
Ink CoMPANY 


Court of Appeals of the District of Columbia 


December 5, 1927 






Trape-Marxs—OpposiTion—SamMe Corporate NAME—DISCLAIMER. 
Where appellee, American Printing Ink Company, applied to 
register a composite trade-mark whereon appears its corporate name, 
the representation of a man with long hair and whiskers, fancifully 
suggesting “Uncle Sam,” a map of the United States and a repre- 
sentation of hemisphere showing the North American continent, the 
opposition of appellant, The American Printing Ink Company, on 
the ground of its registration of its corporate name shown on a scroll, 
together with the words “High Grade Printing & Lithographing Inks, 
Dry Colors, Varnishes,” was sustained, but with the provision that 
appellee would be permitted to register its mark on filing a dis- 
claimer to the words “American Printing Ink Company.” 


Appeal from the Commissioner of Patents in an opposition 
proceeding. Affirmed, conditionally. For the Commissioner’s deci- 
sion, see 16 T. M. Rep. 416. 





W. L. Symons, of Washington, D. C., for appellant. 
A. C. Fraser and L. E. Giles, both of New York City, for 
appellee. 


Before Martin, Chief Justice, Ropp and Van Orspe., Asso- 
ciate Justices. 













Van Onrspet, Associate Justice: The American Printing Ink 
Company opposes the registration by the appellee, American Print- 
ing Ink Company, of a trade-mark described in the application 
as comprised of the following elements: “1. The representation 
of a corpulent man with long hair and whiskers, in a costume of 
red, white and blue color, suggestive of the fanciful person known 
as ‘Uncle Sam.’ 2. A background including as a part thereof a 
conventional representation suggestive of a map of the United 
States, such representation including lines roughly indicating state 
boundaries and the location of the city of Chicago. 3. A highly 
distorted representation of a hemisphere having thereon an outline 
suggestive of a representation of the North American continent 
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and islands of the Pacific, so enlarged as to occupy the entire 
hemisphere. 4. The words ‘American Printing Ink Co.,’ an abbre- 
viation of applicant’s corporate name, American Printing Ink Com- 
pany.” 

The mark of the opposer consists of its corporate name used 
on a label giving the address of the company, and a scroll in which 
are printed the words “High Grade Printing & Lithographing Inks, 
Dry Colors, Varnishes.” 

It is conceded that the goods of the respective parties have 
the same descriptive properties. Two questions, therefore, arise: 
whether or not the marks are so nearly identical when used upon 
goods of the same descriptive properties as to cause confusion in 
trade; and whether or not the opposition should be sustained be- 
cause of the use of the corporate name of the opposer by the 
applicant as a dominating feature of its mark. The tribunals of 
the Patent Office overruled the opposer on both propositions; and 
without stopping to discuss the distinctions, we are clearly of the 
opinion that they were right in holding that the marks are not so 
nearly identical as to lead to confusion. 

The other proposition as to the use of the corporate name is 
not so clear. The difficulty arises from the fact that both the 
opposer and the applicant have each the same corporate name, and 
while the applicant cannot be prevented from using its name in 
conducting its business, it may be prevented from registering it 
as the dominating feature of its trade-mark. This can be obviated, 
however, by applicant filing a disclaimer of the words “American 
Printing Ink Co.” With this modification we see no objection to 
the registration of the mark. 

The decision of the Commissioner is affirmed upon condition 
that applicant file a disclaimer of the words indicated, otherwise 
the mark will be held unregistrable. 
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Tue Boype tt Bros. Wuite Leap & Co tor Co. v. Unitep States 
Gutta Percua Paint Company 


Court of Appeals of the District of Columbia 
December 5, 1927 


eee 


Trape-Marxs—Opposirion—“Cannep LiGHtT” anp “BarRELED SUNLIGHT’— 
ConFusinG SIMILARITY. 

A trade-mark consisting of the words “Canned Light” held con- 

fusingly similar to a mark consisting of the words “Barreled Sun- 


light,” together with the representation of a barrel with light bursting 
from its head. 





Appeal from the Commissioner of Patents in an opposition 
proceeding. Affirmed. For the Commissioner’s decision, see 16 
T. M. Rep. 462. 


W. F. Murray, of Cincinnati, for appellant. 
C. S. Grindle, of Washington, D. C., for appellee. 


Before Martin, Chief Justice, Ross and Van Orspe., Asso- 
ciate Justices. 















Van OrspeL, Associate Justice: The appellant Paint Com- 
pany sought registration in the Patent Office of the words ‘Canned 
Light” as a trade-mark for mixed paints and paint enamel. The 
opposer, appellee company, bases its opposition to the registration 
of the mark on its registered mark “Barreled Sunlight” used upon 
the same class of goods. The prior use by appellee company is 
established by the evidence. 

Appellee’s mark is used in connection with the representation 
of a barrel with light bursting from its head, presenting the appear- 
ance of the rays of the rising sun. Appellant company discloses 
the representation of a can of paint with a flood of light issuing 

from the top of the can, similar in appearance to that shown as 

issuing from the barrel in appellee’s representation. Across the 

rays of light, in appellant’s representation, are the words “Canned 

Light.” The only difference in the representations is that appellee 
| uses a barrel, and appellant uses a can. 

It appears from the testimony that the opposer sells its paint 
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in tin cans as well as by the barrel, and the cans bear the appellee’s 
mark and representation. Without stopping to consider further 
the features of the respective marks, we agree with the Commis- 
sioner that inasmuch as these marks are used on mixed paint which 
is sold in cans, that the marks are so similar as to lead to confusion 
with the purchasing public. The Commissioner was right in sus- 
taining the opposition and refusing registration to appellant com- 
pany. 
The decision is affirmed. 


EpGar-MorGan Company v. Emsry E. ANDERSON 
Court of Appeals of the District of Columbia 
December 5, 1927 


Trape-MarKs—CaNnceLLATION—“CrEAMO” anD Mute Heap anv “Oxp Beck” 

AnD Mute Heap—Deceprive SIMILaRity. 

A trade-mark consisting of the word “Creamo” above a circle 
enclosing head of a mule, held confusingly similar to a mark con- 
sisting of the word “Old Beck,” shown above a red disk on which 
appears the head of a mule, and the Commissioner’s decision was 
reversed. 

Appeal from the Commissioner of Patents in a cancellation 
proceding. Reversed. For the Commissioner’s decision, see 16 


T. M. Rep. 465. 


Before Martin, Chief Justice, Ross and Van Orspet, Asso- 
ciate Justices. 


Van Orspet, Associate Justice: Appellant, Edgar-Morgan 
Company, filed a petition for the cancellation of the trade-mark 
“Creamo” placed above a circle in which appears the head of a 
mule. The mark is used on oats for use as stock feed. The peti- 
tioner claims damage through prior use upon stock feed of a mark 
which consists of the words “Old Beck” and a red disk underneath, 
upon which appears the head of a mule. 

No testimony was taken by the appellee; hence the earliest 
date to which he is entitled is his filing date, February 10, 1928. 
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The testimony of petitioner shows that his mark has been employed 
by stamping it upon burlap bags in which the feed is packed, and 
on which appears the large red disk with a mule’s head prominently 
displayed, and above the disk the words “Old Beck.” While the 
position of the mule’s head is slightly different in each case, it is 
set forth as a silhouette, and the difference is so slight that it 
would not be observed by the ordinary person. The only difference, 
therefore, between the marks are the words “Creamo’”’ in the one 
instance, and “Old Beck” in the other. 

Cancellation was ordered by the Examiner of Interferences, 
and his decision was reversed by the Commissioner. We think the 
decision of the Examiner was right. While it is true that pictures 
of stock used in connection with stock feed are descriptive, the 
registrant in this case, as pointed out by the Examiner, “has not 
distinguished its mark from that used by the petitioner as is re- 
quired of traders using descriptive elements of another’s mark.” 
The decision of the Commissioner of Patents is reversed. 


Freperick M. Switzer v. J. N. Cotutins Company 
Court of Appeals of the District of Columbia 
December 5, 1927 


Trape-Marxs—Opposirion—“HoNEYMELS” AND “ButrerMEts”—Non-con- 

FLICTING Marks. 

Held that the word “Honeymels,” used on candy, was not con- 
fusingly similar to the word “Buttermels” in prior use as a trade- 
mark for candy. 

Appeal from the Commissioner of Patents in an opposition 
proceeding. Affirmed. For the Commissioner’s decision, see 16 
T. M. Rep. 313. 


E. T. Fenwick and E. G. Fenwick, both of Washington, D. C., 
for appellant. 

A. C. Paul, of Minneapolis, Minn., and W. T. Henderson, of 

Washington, D. C., for appellee. 
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Before Martin, Chief Justice, Ross and Van Orspet, Asso- 
ciate Justices. 


Van OrspeL, Associate Justice: Appellant opposes the regis- 
tration by appellee of the trade-mark “Honeymels” for use on 
candy. The opposer is the prior user of the mark “Buttermels” 
as a trade-mark for candy. 

Unquestionably the words “butter” and “honey” standing alone 
are descriptive, but when joined to the suffix “mels” they are noth- 
ing more than suggestive, and are subject to use as valid trade- 
marks. The suffix “mels,” meaning sweet, has had a use on candy 
in connection with the mark “caramels” long prior to the adoption 
and use of opposer’s mark. Indeed the name caramels is a common 
one extensively employed to refer to candy mixtures of a popular 
kind. Both parties have borrowed this suffix and by combination 
with descriptive terms have constructed legitimate trade-marks. 
The suffix “mels” being common to both marks, the distinctive 
feature is between the words “honey” and “butter.” It was prop- 
erly held by the Commissioner that no confusion could arise from 


the use of these two words in connection with the same quality of 
goods. With this holding we agree. 
The decision of the Commissioner is affirmed. 
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H. Birount Hunter, Domne Business as THE CHOCOLISHUS 
Company v. Renour RussEixi 


Court of Appeals of the District of Columbia 


December 5, 1927 


Trape-Marxs—CanceLLaTion—“CHOCOMILK” AND Device or Person MILK- 

ING and “CHOc-0-LIsHUS”—NON-CONFLICTING Marks. 

A trade-mark consisting of the word “Chocomilk” and “Manda- 
min Farm” with representation of person milking held not to be 
confusingly similar to the word “Choc-o-lishus,” both used on choco- 
late preparations. 


Appeal from the Commissioner of Patents in a cancellation 
proceeding. Affirmed. For the Commissioner’s decision, see 16 
T. M. Rep. 259. 


Before Martin, Chief Justice, Ross and Van Orspet, Asso- 
ciate Justices. 


Van OrspeL, Associate Justice: Appellant Hunter sought the 
cancellation of appellee Russell’s registered trade-mark comprising 


a circle above which, and conforming to the outline of the circle, 
is printed the words “Mandamin Farm.” Within the circle is a 
pictorial representation of a person milking, and the word “Choco- 


Choe 
milk” printed thus -O- within the circle close to the upper por- 


Milk 


tion of the pictorial representation. This mark is used on choco- 
late containing milk and cream preparations in liquid form. 

The petitioner Hunter claims that he is damaged by the regis- 
tration of the Russell mark; and alleges prior use of the word 
“Choc-o-lishus” as a trade-mark for chocolate syrup and other 
preparations, including chocolate flavored milk. It is urged by 
the petitioner that the dominant characteristic of the Russell trade- 
mark is the abbreviation of the word “Choco” for chocolate is so 
similar to “Choc-o-lishus,” the dominating feature which he asserts 
is “choco,” as to cause confusion in trade. 

We agree with the Commissioner that the abbreviation “choco”’ 
is not the dominant feature of the Russell trade-mark. Nor do 
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we find any such similarity between the two marks as in our judg- 
ment would lead to confusion in trade. 
The decision of the Commissioner is affirmed. 


Tue Eeyptian Lacquer MANuracturinc ComMpaNy v. THE 
CLEVELAND VarRNIsH COMPANY 


Court of Appeals of the District of Columbia 
December 5, 1927 


Trape-Marxs—Opposirion—“PHaroau,” as Opposen to “Spuynx,” “Pyra- 
mip,” “OBELISK” AND Orner Eoyprian Terms. 

Held that the word “Pharoah” is not so similar in appearance, 
sound and suggestion to the words “Egyptian,” “Sphynx,” “Pyra- 
mid,” “Obelisk,” “Nile” or “Cairo” as to cause confusion in trade. 
Appeal from the Commissioner of Patents in an opposition 

proceeding. Affirmed. For the Commissioner’s decision, see 16 
T. M. Rep. 414. 


Before Martin, Chief Justice, Ross and Van Orspet, Asso- 
ciate Justices. 


Van OrspeL, Associate Justice: Appellant, The Egyptian 
Lacquer Manufacturing Company, appeals from the decision of 
the Commissioner of Patents dismissing its opposition to the regis- 
tration of the word “Pharaoh” as a trade-mark for lacquers by 
appellee, The Cleveland Varnish Company. 

Appellant’s marks are described by the Commissioner as fol- 
lows: “The opposer’s alleged trade-marks consist respectively of 
the names ‘Egyptian, ‘Sphynx, ‘Pyramid,’ ‘Obelisk,’ ‘Nile,’ 
‘Cairo,’ a representation of the Egyptian Sphynx, and a repre- 
sentation of an Egyptian scene, including Sphynx, pyramids and 
nomads.” 

The case turned below on the question of the similarity of 
the marks. The law excludes from registration trade-marks 
which are “identical with, or which so nearly resemble a regis- 
tered or known trade-mark owned and in use by another * * * 
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as would be likely to cause confusion or mistake in the mind of 
the public, or to deceive purchasers.” The Commissioner disposed 
of the case upon the single question of whether or not the marks 
were so similar as to cause confusion in trade. The goods on 
which the marks are used are concededly the same. 

We are of opinion that the trade-mark “Pharaoh” is not so 
similar either in appearance, sound, or suggestion, to any of the 
opposer’s marks as to mislead the public and produce confusion 
in trade. 

The decision of the Commissioner is affirmed. 


Dunitap & Company v. THe BetrMaNnN-DuNLAP ComMPANY 
Court of Appeals of the District of Columbia 
December 5, 1927 


Trave-Marxs—Opposition—“DuniaP”—Part or Corporate NamMe—RIGHT 

TO APPEAL. 

Where, in an opposition proceeding to prevent the registration 
of the word “Dunlap” as a trade-mark, on the ground of its being 
part of opposer’s corporate name, the opposition was sustained, 
opposer having thus attained his object on one ground of the opposi- 
tion, had no right to appeal to the Commissioner on the ground that 
the Examiner had erred in holding that the goods were not of the 
same descriptive properties, particularly as there was no appeal by 
the applicant. 


Appeal from the Commissioner of Patents in an opposition 
proceeding. Affirmed. For the Commissioner’s decision, see 16 
T. M. Rep. 809. 


Before Martin, Chief Justice, Ross and Van Orspet, Asso- 
ciate Justices. 


Van OrspeL, Associate Justice: Appellant, Dunlap & Com- 
pany, opposes the registration of three trade-marks by appellee, 
The Bettmann-Dunlap Company, consisting of the word “Dunlap” 
displayed on different backgrounds. The opposer claimed use of 
a similar mark upon hats, caps, clothing, parasols, umbrellas, 
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women’s headwear, neckties, mufflers, leather and fabric gloves, furs 
and scarfs. The applicant’s trade-marks are used on shoes. 

The Examiner of Interferences held that the goods on which 
the marks are used are not of the same descriptive properties, but 
refused registration of the mark on the ground that the dominating 
feature of applicant’s mark is the word “Dunlap,” and being the 
name of opposer company it could not be appropriated as a trade- 
mark by the applicant. From this decision the applicant took no 
appeal; but the opposer appealed to the Commissioner on the 
ground that the Examiner had erred in holding that the goods 
were not of the same descriptive properties. 

The Commissioner refused to review the case on the ground 
that since the entire proceeding is to prevent registration, and the 
Examiner sustained the oppositions upon one of the grounds urged 
by the opposer, it amounts to a denial of registration and the 
opposer in fact has accomplished the result sought and is, accord- 
ingly, without right of appeal. If the applicant had appealed, then 
the opposer might have, by cross-appeal, raised the question which 
he now urges, namely, the similarity of the goods on which the 
marks are used. But since there was no appeal by the applicant, 
his right of registration is as effectively barred as if the judgment 
had been to sustain the oppositions. 

The decision of the Commissioner is affirmed. 
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Turee In One O11 Company v. Boston Brass ComMPpANY 


Court of Appeals of the District of Columbia 


December 5, 1927 


Trape-Marxs—Opposirion—Goops oF DirreRENT Descriptive PROPERTIES. 
Held that boiler relief valves and oil are goods of different de- 
scriptive properties. 
Appeal from the Commissioner of Patents in an opposition 
proceeding. Affirmed. For the Commissioner’s decision, see 16 
T. M. Rep. 411. 


Before Martin, Chief Justice, Ross and Van OrspeL, Asso- 
ciate Justices. 


Van Orspex, Associate Justice: Appellant, Three In One 
Oil Company, opposed the registration of the trade-mark “3 in 1” 
by appellee, Boston Brass Company, which alleges use of the 
trade-mark on boiler relief valves, while appellant has for many 
years been manufacturing and selling oil under its registered trade- 
mark “8 in 1.” 

It is clear that no confusion can arise from the use of the 
marks on the respective goods to which the mark is applied. It 
is insisted, however, that appellee company is appropriating the 
corporate name of the Oil Company. It is unnecessary to discuss 
this proposition in view of our decision this day delivered in Three 
In One Oil Company v. Lobl Manufacturing Company (see p. 25, 
ante). 

The decision of the Commissioner is affirmed. 
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Turee In One O11 Company v. Boston Brass Company 
Court of Appeals of the District of Columbia 
December 5, 1927 
Trape-Marxs—Opposirion—Goovs or DirrereNt Descriprive Properties. 

Held that boiler relief valves and oil are goods of different de- 
scriptive properties. 


Appeal from the Commissioner of Patents in an opposition 
proceeding. Affirmed. For the Commissioner’s decision, see 16 
T. M. Rep. 411. 


Before Martin, Chief Justice, Ropsp and Van Orspe., Asso- 
ciate Justices. 


Van OrspveL, Associate Justice: This appeal is by the Three 
In One Oil Company, from the decision of the Commissioner of 
Patents dismissing the oppositions to the registration of the trade- 
mark “2 in 1,” used on boiler relief valves by appellee, Boston 
Brass Company. In this case, as in the case of Three In One Oil 
Company v. Lobl Manufacturing Company (see p. 25, ante), 


this day decided, there is no confusion that can possibly arise from 
the use of the marks, since the goods on which the marks are used 
are not of the same descriptive properties. Neither can confusion 
arise, or any right inure to the opposer, from the registration of 
the mark, since “2 in 1” is not even a part of appellant’s corporate 
name. 


The decision of the Commissioner is affirmed. 
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Tue Opot Corporation v. Orravio De Oro 
Court of Appeals of the District of Columbia 
December 5, 1927 


Trape-Marxs—Oppostrion—LINIMENT AND MovutH Preparation Goons or 

DirrerENT Descriptive PRopeRTIEs. 

Held that liniment for external application and a preparation for 
the teeth, mouth and breath are goods of different descriptive proper- 
ties. 

Appeal from the Commissioner of Patents in an opposition 
proceeding. Affirmed. For the Commissioner’s decision, see 16 


T. M. Rep. 202. 


Louis Alexander, of New York City, for appellant. 
C. A. O’Brien and B. F. Garvey, both of Washington D. C., 
for appellee. 


Before Martin, Chief Justice, Ropp and Van Orspet, Asso- 
ciate Justice. 


Van OrspvEL, Associate Justice: The Odol Corporation filed 


an opposition against the registration of “O. D. O.” as a trade- 
mark for liniment to be applied externally. The mark of the 
opposer is “Odol,” used as a trade-mark on a preparation for “the 
teeth, mouth, and breath.” 

We agree with the Commissioner of Patents that the goods on 
which the marks are used are not of the same descriptive properties 
and that the marks are not so similar as to lead to confusion in 
trade. 

The decision of the Commissioner is affirmed. 





WIRFS V. D. W. BOSLEY CO., ET AL. 


Wirrs v. D. W. Bostey Co., ET AL. 
(20 F. [2d] 632) 


United States Circuit Court of Appeals, Eighth Circuit 
June 8, 1927 


TrapE-Marks—Unrair Competition—ELEMENTS. 

Indispensable elements of a good cause of action for “unfair 
competition” by selling goods of one manufacturer or vendor as 
those of another are (1) the wrongful fraudulent intention of defend- 
ant to deceive purchasers of his goods into buying them as goods of 
another; (2) the sale, or probable sale, of defendant’s goods as those 
of another by reason of defendant’s deceitful representations; and 
(3) damages inflicted on complainant by reason of such fraudulent 
misrepresentations and sales. 


In equity. From a part of the decree, complainant appeals. 
Affirmed. 


John H. Bruninga, of St. Louis, Mo. (John H. Cassidy, of 
St. Louis, Mo., on the brief), for appellant. 

John C. Carpenter, of Chicago, Ill. (Munday, Clarke & Car- 
penter, of Chicago, Ill., on the brief), for appellees. 


Before Sansporn and Bootn, Circuit Judges. 


Watrter H. Sansorn, Circuit Judge: We turn to the claim 
of counsel for Mr. Wirfs that the proof of unfair competition by 
the Bosley Company was so convincing that the refusal of the 
court below to grant him relief from it was inequitable. 


“If a plaintiff has the absolute right to the use of a particular word 
or words as a trade-mark, then, if an infringement is shown, the wrongful 
or fraudulent intent is presumed, and, although allowed to be rebutted 
in exemption of damages, the further violation of the right of property 
will nevertheless be restrained.” Elgin Nat. Watch Co. v. Illinois Watch 
Co., 179 U. S. 665, 674, 21 S. Ct. 270, 274 (45 L. Ed. 365). 


This rule is equally applicable to the infringement of patents, 
and the court below gave Mr. Wirfs the benefit of it in its decree 
for the defendants’ infringement of his patents. But Mr. Wirfs 
has no such trade-mark and no such presumption of Bosley Com- 
pany’s fraudulent intention in this case for unfair competition. 
He has his patents and his decree for the infringement of them, 
but the unfair competition which he claims in this case is the wrong- 


















pee Tat eee eet t wm 

































“Ean oe 

















ie ene en he 
ee ne ee 
































52 EIGHTEEN TRADE-MARK REPORTER 







ful and fraudulent sale by Bosley Company of its gaskets and 
weather strips as his gaskets and weather strips, and one of the 
indispensable elements of his recovery for this wrong is proof of 
the Bosley Company’s fraudulent and wrongful intention to de- 
ceive and defraud those purchasing its gaskets as those of Wirfs, 
and in this and other like cases “such circumstances must be made 
out as will show wrongful intent in fact, or justify that inference 
from the inevitable consequences of the act complained of.” 179 
U. S. 674, 21 S. Ct. 274. Chief Justice Fuller, in Lawrence Mfg. 
Co. v. Tennessee Mfg. Co., 188 U. S. 587, 551, 11 S. Ct. 896, 402 
(84 L. Ed. 997), said: 


“But the deceitful representation or perfidious dealing must be made 
out or be clearly inferable from the circumstances.” 


In Howe Scale Co. v. Wyckoff, Seamans, etc., 198 U. S. 118, 
140, 25 S. Ct. 609, 614 (49 L. Ed. 972) he said: 


“The essence of the wrong in unfair competition consists in the sale 
of the goods of one manufacturer or vendor for those of another; and if 
defendant so conducts its business as not to palm off its goods as those 
of complainant, the action fails.” 


The general rules governing actions of this nature were stated 
by this court in Allen B. Wrisley Co. v. Iowa Soap Co., 122 F. 
796, 798, by Judge Dayton in Handel Co. v. Jefferson Glass Co. 
(D. C.) 265 F. 286, 288, 289, 290 [10 T. M. Rep. 352], and by 
the Circuit Court of Appeals of the Second Circuit in Charles 
Broadway Rouss, Inc. v. Winchester Co., 300 F. 706, 723 [14 T. M. 
Rep. 159]. 

Indispensable. elements of a good cause of action for unfair 
competition by selling or palming off the goods of one manufac- 
turer or vendor as those of another are, first, the wrongful fraudu- 
lent intention of the defendant to deceive purchasers of his goods 
into buying them as the goods of another; second, the sale or the 
probable sale of the defendant’s goods as those of another by reason 
of the defendant’s deceitful representations; and, third, damages 
inflicted upon the complainant by reason of such fraudulent mis- 
representations and sales. 

Gaskets are generally used on refrigerator doors, and weather 
strips on the doors, windows, and other openings of buildings. 
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They all have the same general characteristics, and the terms “gas- 
kets’”” and “weather strips’ are used interchangeably. We will 
use the term “gaskets” as including both gaskets and weather 
strips. The prevailing form of a gasket consists of a long cylin- 
drical or tubular roll of yielding packing, made of soft, fibrous 
cords, or other similar material, enclosed in the middle portion of 
a strip of preferably waterproof fabric. ‘The middle portion of the 
fabric encloses the tubular roll, and the sides or marginal por- 
tions of the strip form a lap or flange by means of which the 
gaskets may be tacked or attached to the window, door, or other 
object where it is used. This tacking lap is normally composed 
of the two marginal portions of the enclosing strip, making a two- 
ply tacking lap. These marginal portions have been folded and 
stitched in different ways by different manufacturers at different 
times. The Bosley Company had been manufacturing and selling 
this gasket with the two marginal portions free, making a two-ply 
tacking lap, for more than 20 years, when about September 3, 
1928, and from that time until March, 1924, it made and sold 
gaskets the two plies of which were turned back on themselves and 
stitched together near the edge of the lap, thereby making a four- 
ply tacking lap. 

This form of gasket is that patented to Wirfs in his first 
patent issued on January 22, 1924, about four months after the 
Bosley Company commenced to use it. Thereupon the Bosley 
Company stopped making or using this form of gasket in March, 
1924, doubtless to prevent infringement upon that first patent. 
From the latter part of 1923 until the commencement of this suit 
the Bosley Company made and sold three-ply, single-stitched gas- 
kets. On November 18, 1924, the second patent to Mr. Wirfs was 
issued for a gasket with a four-ply tacking lap, with two rows of 
stitching therein, one at the junction of the tacking lap with the 
tubular roll, and the other through the tacking lap at the outer 
edge thereof. After Mr. Wirfs obtained his patents he was manu- 
facturing and selling gaskets such as are described therein, and 
before he obtained these patents he was manufacturing and selling 
gaskets quite similar to those of the Bosley Company. This story 
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of the changes of the forms of the gaskets of these active com- 
petitors impresses our minds with the view that the Bosley Com- 
pany was endeavoring to protect its own trade and business from 
the aggression of Mr. Wirfs, rather than trying by deceit or fraud 
to sell its gaskets as those of the plaintiff. 

Counsel for Mr. Wirfs earnestly argue that the form and con- 


tents of the advertising circulars and cards of the Bosley Com- 


pany clearly show, by their similarity to those of Mr. Wirfs, a 
persistent and intentional endeavor on its part to sell its gaskets 
as those of their client. We have carefully examined and com- 
pared each and all of the exhibits which were presented in this 
case to establish this claim. All or nearly all of the Bosley Com- 
pany’s advertising cards and circulars carry its name in clear bold 
letters, which one who reads or glances at cannot fail to see. There 
is similarity in some instances between the advertising of the Bosley 
Company and that of Wirfs, but neither that nor all the evidence 
in the case is sufficient in our opinion to warrant us in finding that 
the Bosley Company had the wrongful and fraudulent intention 
to sell or palm off its gaskets as those of Mr. Wirfs on either the 
immediate or remote purchasers thereof. 

Counsel call our attention to and we have found no evidence in 
this record that any purchaser was ever deceived in all these years 
of competition into purchasing the Bosley Company’s gaskets for 
those of Wirfs, and, as the proof of the actual intent of Bosley 
Company to deceive or defraud purchasers of its gaskets into buy- 
ing them as those of Mr. Wirfs and as the proof of any such pur- 
chasers fails, that part of the decree below which adjudges that 
the defendants have not been guilty of unfair competition against 
Mr. Wirfs must be and it is affirmed. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 


Conflicting Marks 


Kinnan, F. A. C.: Held that the words “Betty Brown,” as 
used on children’s and ladies’ dresses, were not registrable to the 
Betty Brown Company under the Act of 1920, in view of the prior 
use and registration by the Goldman Costume Company, Inc., of 
the words “Betty Wales” and a small, fanciful figure, as a trade- 
mark for the same goods, and its registration should be cancelled. 

The ground of the decision is that these two marks are so 
similar that their contemporaneous use would be likely to cause 
confusion in the mind of the public and deceive purchasers. 

In his decision, after pointing out that it had been established 
that the petitioner had expended large sums of money in its adver- 
tising and its mark was widely known and constitutes a valuable 
asset of its business, the First Assistant Commissioner aid: 


“It seems fairly certain the respondent company was fully aware of 
these facts including the wide use of petitioner’s mark when such re- 
spondent adopted its mark. Under these conditions, the settled practice 
is that if there are doubts as to probable confusion in the mind of the 
public, these doubts should be resolved against the newcomer.” 


With respect to the argument that one party sells goods to 
retailers while the other party sells to wearers and there is less 
likelihood of confusion than if both parties sold to wearers, since 
the buyers for retailers exercise great discretion in connection with 
trade-marks, he said: 


“Even admitting all this to be true, the goods of both parties reach 
the ultimate wearers of the apparel who become familiar with the trade- 
mark and, if pleased with their purchases, are apt to seek goods bearing 
the same trade-mark. It is believed the different methods of distribution 
of the goods adopted by the respective parties would not prevent confu- 
sion if such would arise were both parties following the same plan of 
distribution.” 


With respect to the likelihood of confusion, he further said: 


“The fact must be noted that the first word of a notation of the 
character here under consideration is quite apt to be better remembered 
than the second word. The character of the first word is such that it 
would be more apt to lodge in the mind of a —— than the second 
one. Even if these statements are in error the first word must be deemed 
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a prominent and important part of each trade-mark. The known practice 
among the people of this country to abbreviate names supports the view, 
which is also fairly supported by the evidence submitted on behalf of 
petitioner, that customers would, in many instances, call for the goods 
by the name ‘Betty,’ would ask for a ‘Betty’ dress, leaving off the last 
word of the mark. The small, fanciful figure of petitioners mark does 
not so overshadow the words as to make it unlikely the goods would be 
called for by customers as above noted. 
* * * * * * * * + 

“While there is no direct evidence of confusion in the minds of cus- 
tomers, yet there is considerable evidence tending to establish that such 
confusion is probable. The addresses on the letters and the mistakes of 
the mail carrier support to some extent the view that confusion is likely. 
It is believed the respondent company should have adopted a name or a 
trade-mark for its goods less likely to cause confusion in the mind of the 
public and deceive purchasers.” 


With respect to the contention that the word “Betty” had been 
so widely used in trade-marks as to become public property and 
that the other two words of the marks were not similar, the First 
Assistant Commissioner said: 


“Aside from the fact that respondent in its answer did not set up 
such a pleading and without considering the question of whether this 
Office should, in this case, take judicial notice of the registrations cited 
by respondent, it will be sufficient to note that all these registrations are 
subsequent to the established date of adoption and use by petitioner of 
its mark. This fact would seem to distinguish this case from those adju- 
dicated cases relied upon by respondent.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for lubricating oils, the notation ‘‘Visco.” 

The ground of the decision is that this notation is so similar 
to the registered marks “Viscosolene,” “Viscolite” and ‘‘Visco- 
moter” that the use of the applicant’s mark would be likely to 
cause confusion in the mind of the public and deceive purchasers. 

In his decision, after noting applicant’s argument that this 
mark distinguishes from the registered marks as much as they dis- 
tinguish from each other and that its mark has been used for many 
years without there being any confusion in trade, the First Assist- 
ant Commissioner said: 


“An affidavit as to the latter allegation is presented but it is not 
deemed conclusive upon this point. The notation sought to be regis- 
tered constitutes the most distinctive or at least a prominent part of the 


*Goldman Costume Co., Inc. v. Betty Brown Co., 151 M. D. 559, 
November 18, 1927. 
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mark of each of the registrants relied upon by the Examiner for anticipa- 
tion. Without deciding whether the terminology of the registered marks 
is sufficient to distinguish them, it seems clear the applicant should not 
be permitted the registration of a mark having the more distinctive por- 
tion identical with the registered marks and lacking any distinguishing 
terminology. 


“Confusion would seem to be probable if the applicant’s mark ap- 
peared upon the same class of goods in the same commercial field and 
since any doubt should be resolved against the newcomer, it is held the 
applicant is not entitled to registration.” ? 


Deceptive Mark 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister the word “Army,” as a trade-mark for textile fabric towels, 
since this word would be interpreted by the purchasing public as 
indicating towels of the kind used by the army or that the towels 
were made under the direction of the army authorities in this coun- 
try. 

The First Assistant Commissioner, after noting applicant’s 
argument that this word had been registered for other goods and 
that it, of itself, does not designate any particular army and 
that the “Index of United States Army Specifications and United 
States Government Specifications” for November, 1926, does not 
disclose that towels are part of the army goods supplied for use 
in the army, noted that huck towels were listed on page 176 of 
that index and said: 


“It is clear, in consequence, that towels with a name or letters indi- 
cating the United States Army constitute regular equipment of that 
branch of the service and the applicant’s use of the words ‘Army Towel’ 
as shown on the specimens filed would clearly suggest to purchasers the 
goods were of the character of those used in the United States Army. 
It is true the word ‘army’ does not designate any particular army, but 


in this country it would be understood to refer to the army of the United 
States.” 


With reference to the decision in In re The National Candy 
Company, 156 O. G. 589, 35 App. D. C. 351, the First Assistant 
Commissioner noted that the court stated that candy did not come 
within the class of goods which would be readily associated in the 
public mind with general supplies furnished to the navy, but that 
the court also said: 


*Ex parte The Visco Chemical Products Co., 151 M. D. 565, Novem- 
ber 29, 1927. 
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“There are classes of goods which are manufactured especially for 
use by the navy. The public at once associates these articles with the 
use to which they are generally applied. Manifestly the word ‘Navy’ 
would not be registrable as a trade-mark for use on such goods.” * 


Descriptive Terms 


Moore, A. C.: In my decision of December 1, 1927, I stated 
that it is a general rule that words which ordinarily or directly 
indicate or imply high quality, excellence, superiority, popularity, 
etc., as belonging to the goods, are not appropriable as valid trade- 
marks. This statement was based on the authority of Nims on 
Unfair Competition and Trade-Marks (Second Edition, page 398), 
and the cases referred to therein as examples falling under the 
rule. 

One of said cases, however, viz., Royal Baking Powder Co. 
v. Raymond, 70 Fed. 376, specifically referred to by me, is not 
strictly an example falling under said rule. In that case, on appeal 
to the Circuit Court of Appeals, Seventh Circuit, it was held that 
the word “Royal” had “come to be known in connection with the 
article of baking powder as a word indicating the origin and the 
proprietorship of the manufacture” and as such not a descriptive 
word, and appropriable as a trade-mark (Raymond v. Royal Bak- 
ing Powder Co., 85 Fed. 281). The decision sustains the proposi- 
tion that words or symbols which indicate quality, class or character 
of the goods are not appropriable as valid trade-marks (Columbia 
Mill Co. v. Alcorn, 150 U. S. 460). 

My decision will be read in the light of the above explanation.‘ 


Geographical Term 


Kinnan, F. A. C.: Held that the Albers Packing Company, 
of Riverside, Calif., is not entitled to register the term “Elsinore,” 
as a trade-mark for ripe olives, since this term is merely descrip- 
tive, being the name of a town in California and apparently never 


having been used in the United States, except in a geographical 
sense. 


* Ex parte Wellington Sears & Co., 151 M. D. 566, November 29, 1927. 
* Application of Mid-Central Fish Company, 151 M. D. 568, Decem- 
ber 6, 1927. 
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In his decision, after noting that the term is the name of a 
town in California some twenty miles from the place where appli- 
cant is located and that the term had also been used to designate 
a fortified seaport in Denmark and is the name of a small post office 
in Utah, the First Assistant Commissioner said: 


“It is noted this word does not appear to have been used in our 
language for any other purpose than to designate a locality. The law 
is clear that where a word has been used for some other meaning and has 
an established place in our language, the mere fact that it has been used 
to designate a town or locality does not deprive it of registrability if it 
is otherwise a proper trade-mark. Where, however, as in this case, the 
word has no other significance and has never otherwise been used save 
to designate a locality, the statute seems conclusive that it is ‘merely 
geographical’ and, therefore, not registrable.” ° 


Non-conflicting Marks 


Moors, A. C.: Held that applicant is entitled to register the 
term “Zonox” as a trade-mark for a germicide, notwithstanding 
the prior use and registration by opposer of several marks, of 
each of which the word “Zonite’” is an essential characteristic. 

The ground of the decision is that neither of the parties was 


the first to use, as trade-marks for similar goods, marks having as 
the first syllable either “Zo” or “Zon” and that the marks in ques- 
tion, in view of the difference in the second syllable, are not so 
similar as to be likely to cause confusion. 

In his decision, after noting the registrations which had been 
cited by the applicant as showing the use of the initial syllable 
“Zo” or “Zon,” the Assistant Commissioner said: 


“* * * it seems more likely that confusion would occur as between 
the prior registrations and those of the opposer than between those of the 
opposer and the applicant’s mark. 


+ + * * * * . * * 


“With reference to the opposer’s several registrations, notice is taken 
of the decision in Alaska Packers Association v. Admirality Trading Com- 
pany (214 O. G. 1025, 438 App. D. C. 198 [5 T. M. Rep. 251]) in which it 
was held that where the opposer had itself used several different flags in 
the sale of different brands of its goods and the flag used by the appli- 
cant differed from each of the flags used by the opposer as much as they 
differed from one another, the opposer was not in a position to contend 
that the mark of the applicant would be likely to cause confusion in trade.” 


*Ex parte Albers Packing Co., 151 M. D. 561, November 26, 1927. 
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With reference to opposer’s objection to the consideration of 


the registrations pleaded by the applicant, the Assistant Commis- 
sioner said: 


“All of the said registrations cited by the applicant, except two, were 
pleaded by the applicant in answer to the opposition; and as to the two 


not pleaded in the answer, the opposer had ample notice before final 
hearing. 


“It is believed that the cited registrations were properly before the 
Examiner of Interferences for consideration of the question of the inter- 
pretation that shall be given to the opposer’s trade-mark rights under its 
registrations. Furthermore, this Office is justified in taking judicial notice 
of its own records.” ® 

Rosertson, C.: Held that Miller was entitled to register, as 
a remedy for indigestion, the word “Stomax,” notwithstanding the 
prior registration by Ramon Saiz Y Carlos of the word “‘Stomalix,” 
as applied to a similar remedy, and that this prior registration 
afforded no ground for canceling the registration issued to Miller. 

The ground of the decision is that these marks are not, in view 
of the suggestive character of the first syllable, so similar as to be 
likely to cause confusion in the mind of the public. 

In his decision the Commissioner said: 


“The first syllable of these two marks, ‘Stom,’ is obviously suggestive, 
as indicating remedies for stomach diseases. That this office has thereto- 
fore so regarded it is shown by several prior registrations of trade-marks, 
for medicinal preparations, which have this term as their first syllable. 

“Taking the two marks as a whole, and bearing in mind the sugges- 
tiveness of the first syllable, it is not believed that they so resemble each 
other either in appearance, or in sound when pronounced, that the public 
would be led to believe that the tablets bearing the registrant’s mark 
‘Stomax’ originated with the petitioner, who had applied the term 
‘Stomalix’ to his goods.” 


Petition to Reopen 


Kinnan, F. A. C.: This case comes before me on a petition 
by the Cole Chemical Company, registrant, asking that this case, 
which was decided by me on August 17, 1927, be reopened. 

The Examiner of Interferences denied the petition for can- 
cellation, holding that in view of certain differences in the marks 


*Zonite Products Co. v. Loyd A. Jessen, 151 M. D. 552, November 7, 
1927. 


"Ramon Saiz y Carlos v. Harry Leroy Miller, 151 M. D. 558, Novem- 
ber 15, 1927. 
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and the differences of the properties and uses of the goods it was 
believed that confusion in trade was not likely. On appeal I re- 
versed this decision, holding that the registration of Cole Chemical 
Company should be canceled. 

The petition to reopen is based on the ground that evidence 
has been newly discovered which shows that the petitioner for 
registration had used the mark on goods in such a way as to de- 
ceive the public as to the character of the goods and their physio- 
logical effect. 

The testimony on behalf of the petitioner for cancellation, 
Kessinger, was taken on July 12, 1926. According to the affidavit 
of B. L. Cole, president of the Cole Chemical Company, he in- 
structed his salesman in December, 1926, to obtain for him a 
package of liquid “Orgatone” treatment from the Harry Kessinger 
Company, and he subsequently had the contents of this package 
analyzed. 

It is further stated that he did not know of the character of 
the so-called treatment until September 26, 1927, after decision 
was rendered herein and after consultation with the present attor- 
neys. 

He further alleges that he was deceived by Kessinger’s testi- 
mony that the liquid and tablets were the same preparation. 

No reason whatever is seen why this evidence could not have 
been discovered promptly after the taking of Kessinger’s testi- 
mony. Furthermore, no reason whatever is given why Cole delayed 
having the analysis made from December, 1926, to September 19, 
1927, when he handed the package to Carl Hinricks, who made the 
analysis. 

In other words, it is not seen how this evidence now sought 
to be introduced can in any sense of the word be regarded as newly 
discovered. 

Obviously, under the well-settled practice of this Office and 
of the courts, a case cannot be reopened to introduce evidence which 
it was in the power of the party, who now seeks to introduce it, to 
have by reasonable care and diligence obtained it in time to have 
introduced it in the regular course of the taking of testimony. 
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It is noted in this connection that the final hearing before the 
Examiner of Interferences did not take place until November 30, 
1926. 

Nor am I convinced that the affidavits make out such a case of 
fraud as to warrant the reopening of the case. I am not prepared 
to hold that the Epsom salts taken at 3 p. m. would form a soap 
with the olive oil taken at bedtime. It is not believed that if the 
testimony presented in the affidavits had been before me when I 
decided petitioner's appeal, I would have reached a decision ad- 
verse to the petitioner for cancellation, Kessinger. There is, fur- 
ther, no allegation that petitioner’s business in connection with his 
tablets was deceptive at any time. 

The petition to reopen is denied.° 


* Kessinger v. Cole Chemical Company, 151 M. D. ——, October 1, 1927. 





